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MEMORANDUM | N SUPPORT OF FI NAL JUDGVENTS
Before: STONER,! Chief Administrative Patent Judge,
McKELVEY, Senior Administrative Patent Judge, and SCHAFER
LEE? and TORCZON, Adninistrative Patent Judges.

McKELVEY, Senior Adnministrative Patent Judge.

Interference 104, 283 and Interference 104,284 are before a
merits panel for entry of final decisions. Since the issues
raised in both interferences are simlar, the interferences are
consolidated for oral argunent and entry of final decisions.

Oral argunent was held on 29 Septenber 1999 before Judges
McKel vey, Schafer and Torczon. Chief Judge Stoner and Judge Lee
have participated in, and join, in Parts I-A IIlI-A 11l-B and IV
of this opinion.

Ashley |. Pezzner, Esq. (argued-in-part), and Thomas M
Meshbesher, Esqg. (argued-in-part), appeared on behalf of Wnter
and Spal eck.

Charles L. CGholz, Esg., and Alton D. Rollins, Esq. (argued),
appeared on behalf of Fujita.

Oral argunent was transcribed by a court reporter. A copy
of a transcript of oral argunment has been made part of the record

in each interference.

t Chi ef Judge Stoner joins in Parts I-A 1I1l-A Il11-B and IV of the
opi nion, all of which are binding precedent of the Trial Section; Chief Judge
St oner otherwi se did not participate in deciding these interferences.

2 Judge Lee joins in Parts I-A, II1-A 111-B and IV of the opinion, al

of which are binding precedent of the Trial Section; Judge Lee otherw se did
not participate in deciding these interferences.
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Fi ndi ngs of fact
The records in Interference 104, 283 and Interference 104, 284
support, by a preponderance of the evidence, the follow ng
findings, as well as those set out in the opinion portion of this
menor andum

Junior party--Interference 104, 283

1. The junior party is Andreas Wnter, Frank Kueber,
Wal ter Spal eck, Herbert Riepl, Wl fgang A Herrmann, Vol ker Dolle
and Juergen Rohrmann (Wnter).?

2. Wnter is involved on the basis of its U S. Patent
5, 455, 365, granted 3 Cctober 1995, based on application
08/ 101, 408, filed 3 August 1993.

3. The real party in interest is Targor GrbH

(283 Paper 10).

Junior party--Interference 104, 284

4. The junior party in Interference 104,284 is Walter
Spal eck, Juergen Rohrmann and Martin Antberg (Spal eck).

5. Spal eck is involved in Interference 104, 284 on the
basis of its U S. Patent 5,329,033, granted 12 July 1994, based
on application 08/142,512, filed 25 Cctober 1993.

6. For the purpose of priority with respect to

Count 1 of Interference 104, 284, Spal eck has been accorded the

3 Alist of abbreviations used in this opinion appears in an Appendi x
to the opinion. The first use of an abbreviation is in bold.
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benefit of U S. application 07/934,573, filed 24 August 1994, now
U. S. Patent 5,278,264, granted 11 January 1994.
7. The real party in interest is Targor GrbH

(284 Paper 9).

Seni or _party--both interferences

8. The senior party in both interferences is Takash
Fujita, Toshi hiko Sugano and Hi deshi Uchino (Fujita).

9. Fujita is involved in both interferences on the
basis of its application 08/678,686, filed 11 July 1996.

10. For the purpose of priority with respect to
Count 1 of Interference 104,283 and Count 1 of Interference
104, 284, Fujita has been accorded the benefit of:

a. U.S. application 07/933, 215, filed 20 August
1992, and

b. Japanese patent application 208213/1991,
filed 20 August 1991 (283 Paper 25, page 2;
284 Paper 23, page 2).

11. The real party in interest is Mtsubishi Chem cal

Cor poration (283 Paper 6).

The count and clains of the parties
corresponding to the count--Interference 104, 283

12. The sole count in Interference 104,283 is Count 1,

whi ch reads (283 Paper 1, page 42):



The netal | ocene conmpound according [to] claim1 of

the Wnter patent
or

the catal yst according to claim8 of the Fujita
application wherein the nethyl or phenyl of the R
(which is selected fromthe group consisting of
met hyl - 1, 3- but adi enyl ene or phenyl - 1, 3- but adi enyl ene)
is attached to the 5-position of any indene ring.

13. The clains of the parties are:
W nt er 1-6
Fujita 8-19
14. The clains of the parties which correspond to
Count 1 are:
W nt er 1-6
Fujita 8-14 and 16
15. The clains of the parties which do not correspond
to Count 1 are:
W nt er None
Fujita 15 and 17-19

The count and clains of the parties
corresponding to the count of Interference 104, 284

16. The sole count in Interference 104,284 is Count 1,
whi ch reads (284 Paper 1, page 42):

The netal | ocene conpound according [to] claim1 of
t he Spal eck patent
or



the catal yst according to claim8 of the Fujita
application wherein the nethyl or phenyl of the R
(which is selected fromthe group consisting of

nmet hyl - 1, 3- but adi enyl ene or phenyl -1, 3- but adi enyl ene)
is attached to the 4-position of any indene ring.

17. The clains of the parties are:
Spal eck 1-4
Fujita 8-19
18. The clains of the parties which correspond to
Count 1 of Interference 104, 284 are:
Spal eck 1-4
Fujita 8-13, 15 and 17-18
19. The clains of the parties which do not correspond
to Count 1 of Interference 104,284 are:
Spal eck None

Fujita 14, 16 and 19

Met al | ocenes

20. Metall ocenes are conpounds which can be used as a
conponent of a catalyst in a process for polynerizing ol efins.
21. An exanple of a netallocene is one having the

foll ow ng fornmula:



where Mis
a netal, such as zirconium (Zr). The R s can be various

organic noieties, such as nethyl ()CH).

22. The nunbers in the fornula identify the positions
on the ring structures. The netall ocene showmn has an R, in both
the 5 and 5 positions. As will becone apparent, the position at
whi ch organic noieties are attached to the ring structure i s not

wi t hout significance.

Subject matter clained by Wnter
in Interference 104, 283

23. Wnter clains netall ocene conmpounds having the

f or mul a:



R
5
R Rt (CR'Rym
oy | =
R? r
o (CR'R*wr
R3
R4

24. Inportant in Interference 104,283 is the position
on the ring and definition of R* and R, as well as R.

25. According to Wnter claim1, the broadest Wnter
cl ai m desi gnated as corresponding to Count 1 of Interference

104,283, R, R and R are defined as foll ows:

R}, R* and R are identical or different and
R® and R* and/or R are other than hydrogen and
are a C-Cy-al kyl group, a GCs-Cy-aryl group,
a GC,- Cp-al kenyl group, a G-Cy-arylal kyl group,
a C;-Cyp-al kylaryl group or a G- Cyp-aryl al kenyl
group, these radicals optionally being
hal ogenat ed, [and]

R may alternatively be hydrogen.



26. Inits Prelimnary Mition 2, Wnter states that
(283 Paper 27, page 5):

Wnter's clainmed netal |l ocenes are directed to a
2,5-substituted indenyl ligand,* a 2,6-substituted
i ndenyl ligand® or a 2,5, 6-substituted indenyl

|'i gand® netal | ocene.

27. According to Wnter, the netall ocene and
a cocatal yst together can be used as a catalyst to polynerize
olefins (col. 1, lines 30-55).

28. The cocatal yst can be an al um noxane (col. 5,
lines 33-50).

29. According to Wnter (col. 6, |lines 34-50):

It is possible to preactivate the nmetall ocene
by neans of an al um noxane *** before use in the
pol yneri zati on reaction.

S

The preactivation of the transition-netal

conmpound is carried out in solution.
S—_—

The concentration of the alum noxane in the
solution is in the region of about 1% by weight to
the saturation limts, preferably from5 to 30% by
wei ght, in each case based on the total solution
The netal |l ocene can be enployed in the sane

4 When the R°s are hydrogen and the R's are not hydrogen.
5 When R's are hydrogen and R’s are not hydrogen.

6 When none of the R's and R’s are hydrogen.
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f or mul a:

30.

31.

concentration, but is preferably enployed in an
amount of from 10% to 1 nol per nole of

al um noxane. The preactivation tine is fromb5

m nutes to 60 hours, preferably from5 to 60

m nutes. The reaction tenperature is from -78EC.
to 100EC., preferably fromOE to 70EC.

Further according to Wnter (col. 7, lines 5-10):

When t he above nentioned cocatal ysts are
used, the actual (active) polynerization catalyst
conprises the product of the reaction of the
net al | ocene and one of said conpounds. This
reaction product is therefore prepared first,
preferably outside the polynerization reactor, in
a separate step using a suitable solvent.

Subject matter clained by Spal eck
in Interference 104, 284

Spal eck cl ai ns netal | ocene conpounds havi ng the

R? (CR'R*ym

(CR*RHn




32. Inportant in Interference 104,284 is the position
on the ring and definition of RR and R. According to Spal eck
claim1, the broadest Spal eck clai mdesignated as correspondi ng
to Count 1 of Interference 104,284, R® and R* are defined as
fol | ows:

R and R* are identical or different and are a

hal ogen atom a C;- Cyg-al kyl group, which can be
hal ogenated, a Gs-Cy-aryl group or an )NR,

) SR, ) OSi R, )Si R or )PR? radical, in which
R is a halogen atom a C-Cy-al kyl group or a G-
Co-aryl group

33. Further, according to Spal eck, the netal |l ocene and
a cocatal yst can be used to polynerize olefins (col. 2,
i nes 23-50).

34. The cocatal yst can be an al um noxane (col. 8,
lines 22-41).

35. Spal eck says (col. 8, line 67 through col. 9,
line 50):

It is possible for the netall ocene to be
preactivated with an al um noxane *** before use in
t he pol ynerization reaction.

*ok kK ok

The preactivation of the transition netal

conmpound is carried out in solution.

*kk k% *



The concentration of the alum noxane in the
solution is in the range from about 1% by wei ght
to the saturation limt, preferably from5 to 30%
by weight, in each case based on the total
solution. The netall ocene can be enpl oyed in the
sane concentration, but it is preferably enpl oyed
in an anmount of 1041 nol per nole of
al um noxane. The preactivation tinme is 5 m nutes
to 60 hours, preferably 5 to 60 m nutes.

S—_—

| f the above nentioned cocatal ysts are used,
the actual (active) polynerization catalyst
conprises the reaction product of the netall ocene
and one of the conpounds nentioned. This reaction
product is therefore preferably prepared first
outside the polynerization reactor in a separate
step using a suitable solvent ***,

D fference between the Wnter and Spal eck
met al | ocenes

36. A significant difference between the netall ocenes
clainmed by Wnter and those clainmed by Spaleck is the position of
noieties on the ring structure. |In the case of Wnter, R'is
| ocated at the 5- and 5'-positions. Spal eck, on the other hand,
requires that RR and R* be at the 4- and 4'-positions

37. The Wnter activated netall ocenes are said to
produce pol yol efins which "preferably have a nol ecul ar wei ght M,

>80, 000, in particular >100,000 g/nol, a nelting point of <145EC



and a nol ecul ar wei ght dispersity M/M #3.5, in particular #2.8"
(col. 8, lines 10-12).
38. The Spal eck patent states (col. 10, lines 41-51):

The process according to the invention is
di stingui shed by the fact that the netall ocene
catal yst systens described produce polynmers having
a narrow nol ecul ar wei ght distribution and coarse
particle norphol ogy as well as variable nol ecul ar
wei ght and stereotacticity in the tenperature
range between 30E and 80EC., which is of
industrial interest, but in particular in the
range between 60E and 80EC. The particul ar
pol ymer nol ecul ar wei ght and stereotacticity
desired is established by choosing suitable
substituents in the 2- and 4-positions of the
ligand system of the netallocene [i.e., the ring
portion of the netall ocene].

Subj ect matter clainmed by Fujita
in both interferences

39. The Fujita application involved in both
interferences contains clains 8-19. Caim8 is the sole
i ndependent claimand reads as foll ows:

A catal yst useful for the polynerization of
ol efins, which catal yst conprises a transition netal
conmpound having fornmula (1)



(1}

wher ei n:

Mrepresents a transition nmetal selected fromthe
group consisting of titanium zirconium and hafni um

two R's may be the sane or different, and each
represents a nonoval ent hydrocarbyl group having 1 to 4
carbon atons, or a nonoval ent hydrocarbyl group having
1 to 4 carbon atons and containing silicon;

R? is selected fromthe group consisting of
nmet hyl - 1, 3- but adi enyl ene and phenyl -1, 3- but adi enyl ene;

R is selected fromthe group consisting of a
nmet hyl ene group, an ethylene group and a silyl ene group
whi ch may or may not have a substituent of a | ower
al kyl group; and

X and Y independently represent a nenber sel ected
fromthe group consisting of chlorine, |ower alkyl and
a |l ower al kyl substituted silyl group,

provi ded that the two five-nenbered cyclic |igands
each have the substituents R' and R? are asymetric



about a plane containing Mwhen viewed fromtheir

relative position in terms of the group R..”

40. Fujita clainms 14-19 call for specific
nmet al | ocenes.

41. Fujita clainms 14 and 16 call for a nmethyl group at
the 5- and 5'-positions. Accordingly, these clains were
designated to correspond to the count in Interference 104, 283,
but not to the count in Interference 104, 284.

42. Fujita clainms 15, 17 and 18 call for a nmethyl or
phenyl group in the 4- and 4'-positions. Accordingly, these
clainms were designated to correspond to the count in Interference
104, 284, but not the count in Interference 104, 283.

43. Fujita claim19 calls for a nmethyl group in both
the 4-, 4'-, 7- and 7' -positions. The exam ner determ ned that
Fujita claim 19 should be designated as not corresponding to the
count in either interference. The exam ner's determ nation is
not contested by Wnter, Spaleck or Fujita.

44. Fujita clainms 8-13 nmention a netallocene which is
"generic" in the sense that a substituent may appear in either
the 4- and 4'- or 5- and 5 -positions. Accordingly, these clains
wer e designated as corresponding to the count in both

i nterferences.

7 Per haps the "provided" paragraph should read: "provided that the
two five-menbered cyclic |ligands each have the substituents R* and R are
asymmetric about a plane containing Mwhen viewed fromtheir relative position
in ternms of the group R,
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45.

According to the specification of the involved

Fujita application, the invention "conprises the follow ng

conponent (A) and conponent (B)" (page 2, lines 22-23).

46.
seq.).

47.
et seq.).

48.

49.
lines 29-33):

50.

its specificati

Conmponent (A) is a netallocene (page 2, line 24 et

Conmponent (B) is an al um noxane (page 3, line 25

According to Fujita (page 13, lines 5-9):

The catal yst according to the present
i nvention can be prepared by bringing the above-
descri bed conponent (A) and conponent (B) into
contact with each other in the presence or absence
of nononmers to be polynerized, inside or outside
an aut ocl ave.

Further according to Fujita (page 13,

When t he above catal yst systemis used for
t he pol ynerization of an olefin, the conponents
(A) and (B) may be introduced into a reaction
vessel either separately or after being brought
into contact with each other.

Fujita, acting as its own | exicographer, states in
on (page 4, lines 16-20):

The expression "conprising conponent (A and
conponent (B)" herein means that it is possible to
use a third conponent other than conmponents (A)

- 16 -



and (B) as long as it does not inpair the effects
of the present invention.?

Prelimnary and other notions
before the nerits panel

51. In their respective prelimnary statenments, the
parties do not allege a conception or actual reduction to
practice prior to their filing dates.

52. Wnter and Spal eck have filed several prelimnary
noti ons.

53. Fujita did not file any prelimnary notion.

54. Accordingly, each party is restricted to its
filing date subject to an effort by Wnter (Prelimnary Mtion 2)
and Spal eck (Prelimnary Mdtion 2) to be accorded the benefit of
the filing date of earlier U S. and German patent application.

55. Hence, a decision on prelimnary notions resolves
the interferences (283 Paper 25, page 3; 284 Paper 23, page 3;
Tr 7:1-13).

56. The following prelimnary notions and ot her

notions are before the nerits panel:

8 It woul d appear that Fujita could have used the | anguage "consi sting
essentially" in place of defining "conprising” in a manner contrary to its
normal nmeaning. Conpare In re Janakirama-Rao, 317 F.2d 951, 954, 137 USPQ
893, 896 (CCPA 1963) (the presence of "consisting essentially of" in a
conposition claimleaves the scope of the claimopen only to the inclusion of
unspecified ingredients which do not materially affect the basic and nove
characteristics of the conposition); Ex parte Davis, 80 USPQ 448, 450 (Bd.
App. 1948) (definition of conprising, consisting and consisting essentially).
See also PPG Industries, Inc. v. Guardian Industries Corp., 156 F.3d 1351,
1354, 48 USPd 1351, 1353-1354 (Fed. Cir. 1998).
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(1) Wnter Prelimnary Mdtion 1 for judgnent
based on no interference-in-fact between Wnter and Fujita
(283 Paper 26). 37 CFR § 1.633(b).

(2) Spaleck Prelimnary Mtion 1 for judgnent
based on no interference-in-fact between Spal eck and Fujita
(284 Paper 25). 37 CFR § 1.633(b).

(3) Wnter Prelimnary Motion 2 to be accorded
benefit of two prior U S. patent applications and a Gernan patent
application filed 12 Novenber 1990 (283 Paper 27). 37 CFR
8 1.633(f).

(4) Spaleck Prelimnary Motion 2 to be accorded
benefit of two prior U S. patent applications and a Gernan patent
application filed 12 Novenber 1990 (284 Paper 26). 37 CFR
8 1.633(f).

(5 Wnter Prelimnary Mdtion 3 (283 Paper 28) to
add to Interference 104,283, application 09/252,719, filed
19 February 1999 (Wnter 719) (WEx 1001),° to rei ssue invol ved
Wnter U S. Patent 5,455,365. 37 CFR 8§ 1.633(h).

(6) Spaleck Prelimnary Mtion 3 (284 Paper 27)

to add to Interference 104, 284, application 09/253,832, filed

9 The serial nunmber (08/101,408) and filing date (August 3, 1993)
nmentioned on the first page of WEx 1001 are those for the application which
matured into the patent sought to be reissued and not the reissue application.
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19 February 1999 (Spal eck 832) (SEx 1001),% to reissue involved
Spal eck U. S. Patent 5,329,033. 37 CFR 8§ 1.633(h).
(7) Wnter Rule 635 notion (283 Paper 56) for
|l eave to file a belated Wnter Prelimnary Mtion 4 to question
t he enabl enent of the Fujita application.
(8) Spaleck Rule 635 notion (284 Paper 57)
for leave to file a belated prelimnary notion to question the
enabl ement of the Fujita application.
(9) Fujita has filed a Rule 635 notion (283 Paper
50) to strike Wnter Reply 1 (283 Paper 44). Wnter Reply 1 was
filed in response to Fujita' s opposition to Wnter Prelimnary
Motion 1.
(10) Fujita has filed a Rule 635 notion (284 Paper
51) to strike a Spaleck Reply 1 (284 Paper 44). Spaleck Reply 1
was filed in response to Fujita' s opposition to Spal eck
Prelimnary Mtion 1.
(11) Fujita has filed FUJITA MOTION 2, a Rule 635
notion (283 Paper 71; 284 Paper 72) seeking leave to file a

decl aration of Dr. Tobin Marks (FEx 2010).

10 The serial number (08/142,512) and filing date (COctober 25, 1993)
mentioned on the first page of SEx 1001 are those for the application which
matured into the patent sought to be reissued and not the reissue application.
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| nterference-in-fact

57. There is no claimin the involved Wnter
patent which is identical to a claimin the involved Fujita
appl i cation.

58. There is no claimin the invol ved Spal eck
patent which is identical to a claimin the involved Fujita
appl i cation.

59. The parties agree that Wnter claiml is directed
to conmpounds (283 Paper 26, page 3; 283 Paper 32, page 2).

60. The parties agree that Spaleck claiml is directed
to compounds (284 Paper 25, page 3; 284 Paper 2).

61. The parties do not agree that Fujita claim8--the
sol e i ndependent Fujita claim-is directed to a conmpound.

62. In fact, Wnter and Spal eck disagree with Fujita
as to the scope and neaning of Fujita claim 8.

63. The parties agree that netall ocene conpounds have
uses other than polynerization catal ysts (283 Paper 26, page 3;
283 Paper 32, page 2; 284 Paper 25, page 3; 284 Paper 31,
page 2).

64. Wnter and Spal eck mai ntain that exam ners have
made requirenments for restriction (35 U.S.C. 8§ 121) between what
they call "polynerization catalyst clains" and "netal |l ocene

claims" (283 Paper 26, page 3; 284 Paper 25, page 3).



Wnter and Spal eck prelimnary notions
for benefit of earlier U.S. and Gernan applications

65. Wnter and Spal eck have filed prelimnary notions
to be accorded the benefit for the purpose of priority (37 CFR
§ 1.633(f)) of:

a. U.S. application 08/101, 408,
filed 3 August 1993.
b. U.S. application 07/789, 361
filed 8 Novenber 1991,
now U. S. Patent 5,276, 208,
granted 4 January 1994.
C. German patent application P 4 035 884. 4,
filed 12 Novenmber 1990.

66. Fujita does not oppose benefit with respect
to application 08/101, 408 (283 Paper 34, page 1; 284 Paper 33,
page 1).

67. At oral argunent, counsel for Fujita agreed that
if Wnter or Spaleck are entitled to benefit of application
07/ 789, 361, they would also be entitled to benefit of the Gernman
patent application (283 Paper 61, page 3; 284 Paper 62, page 3;
Tr 50:20 to 51:9).

68. Accordingly, the Wnter and Spal eck prelimnary
notions for benefit will be resolved on the basis of whether
Wnter and Spal eck respectively are entitled to benefit for the
purpose of priority of application 07/789, 361, which is now

U S. Patent 5,276,208 (Patent 208) (WEx 1002; SEx 1002).
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69. Patent 208 describes netallocenes (col. 1, lines 7
and 35-50).
70. Patent 208 states (col. 1, lines 7-11):

The present invention relates to novel
nmet al | ocenes which contain ligands [i.e., the ring
structures] of 2-substituted indenyl derivatives
and can very advant ageously be used as catal ysts
in the preparation of polyolefins of high nelting
poi nt (high isotacticity).

71. Patent 208 describes netall ocenes having Fornula |
(col. 1, lines 40-55).

72. According to Patent 208, the netall ocenes of

Formula | can be made from conpounds having Forrmula Il (col. 4,
lines 37-55):

[ 1 (m

= (R10), ®10),
R
(CR*R®)m—R7=-(CRIRY), R | My
- R3
RS ]

wher ei n:

R is identified as being identical or different and
is as defined for R, R? and R® (col. 3, lines 63-64).



73. RY, R? and R® can be a wide variety of noieties
(col. 2, lines 25-33).

74. The netall ocenes of Fornula | do not fall within
the scope of the count of Interference 104,283 or Interference
104, 284; the 6-nenber rings of the netallocenes of Fornmula | are
not aromati c.

75. On the other hand, the 6-nmenber rings of the
conmpound of Forrmula Il are aromatic as is apparent fromthe
circle inside the ring.

76. According to Patent 208 (col. 3, line 64 through
col. 4, line 13):

The radicals RY are preferably hydrogen atons or

C)Cyh), preferably C)GC), alkyl groups.

The particularly preferred netall ocenes are
thus those in which *** R is hydrogen; in
particular the conpounds | listed in the working
exanpl es.

77. There is no description in Patent 208 of a
net al | ocene havi ng a non-hydrogen noi ety R group specifically
inthe 4-, 4'-, 5- or 5 -positions.

78. Rather, according to Patent 208, the conpounds of
Formula (I1) have four RY groups sone of which may be al kyl

groups (e.g., nethyl groups).



79. Patent 208 does not enphasize or describe any
advant age of having an alkyl group in the 4-, 4'-, 5- or
5' - positions.

80. Rather, Patent 208 enphasizes a requirenent that
the RR. and R° noieties in 2- and 2'-positions be sonething other
t han hydrogen (col. 2, lines 5-7; see also col. 1, line 67 et
seq.), such as alkyl, particularly nethyl (col. 3, lines 3-6).

81. At oral argunent, M. Meshbesher, counsel for
W nter and Spal eck, enphasi zed the inportance of a noiety
position on a netallocene ring as follows (Tr 34:9-12 and
39: 13- 21):

Wel |, each netallocene al nost has to be considered on its
merits because the positioning of groups of the 6-nmenber
ring of the netall ocene affects its perfornance.

and

There is a difference in behavior -- well, they all have in
common a substituant in the 2 position of the indenyl, but
there's another 6-nmenber ring and there it nmatters where --
let's say your substituent is a nmethyl group, it matters
whet her you put the nethyl group at the 4, 5, 6 or 7
position, and it matters whether there are two nethyl groups
and where they happen to be | ocated.

82. M. Meshbesher's observations are factually

correct and are supported by the record.



83. Patent 208 does not contain a witten descripti
of the subject matter clainmed in the involved Wnter patent.

84. Patent 208 does not contain a witten descripti
of the subject matter of Count 1 of Interference 104, 283.

85. Patent 208 does not contain a witten descripti
of a species within the scope of the clainms of the involved
W nter patent.

86. Patent 208 does not contain a witten descripti
of a species within the scope of the count of Interference
104, 283.

87. Patent 208 does not contain a witten descripti
of the subject matter clainmed in the invol ved Spal eck patent.

88. Patent 208 does not contain a witten descripti
of the subject matter of Count 1 of Interference 104, 284.

89. Patent 208 does not contain a witten descripti
of a species within the scope of the clainms of the involved
Spal eck patent.

90. Patent 208 does not contain a witten descripti
of a species within the scope of the count of Interference

104, 284.

Addition of Wnter 719 reissue application

91. Wnter 719 reissue application contains

clains 1-12.

on

on

on

on

on

on

on

on



92. Wnters seeks to have clains 1-6 designhated as
corresponding to the count of Interference 104, 283.

93. Cdains 1-6 are identical to clains 1-6 of Wnter's
i nvol ved patent.

94. Fujita opposes Wnter Prelimnary Mtion 3 on the
ground that (283 Paper 36, page 3):

Wnter seeks to anend the interference by adding to its
rei ssue application clains to be designated as not
corresponding to the count.

95. Accordingly, Fujita maintains that the "notion
shoul d be dism ssed" (id.).

96. Alternatively, Fujita nmaintains that Wnter 719
clainms 7-12 should be designated as corresponding to Count 1 of

| nterference 104, 283.

Addi ti on of Spal eck 832 rei ssue application

97. Spal eck 832 rei ssue application contains
clains 1-10.

98. Spal eck seeks to have clains 1-4 designhated as
corresponding to the count of Interference 104, 284.

99. dains 1-4 are identical to clains 1-4 of
Spal eck' s invol ved patent.

100. Fujita opposes Spaleck Prelimnary Mtion 3 on the

ground that (284 Paper 35, page 3):



Spal eck seeks to anmend the interference by adding to its
rei ssue application clains to be designated as not
corresponding to the count.

101. Accordingly, Fujita maintains that the "notion
shoul d be dism ssed" (id.).

102. Alternatively, Fujita maintains that Spal eck 832
clainms 5-10 should be designated as corresponding to Count 1 of
I nterference 104, 284.

Background as to how i ssue of designation
of new Wnter and Spal eck rei ssue clains arose

103. Consistent with the practice of the Trial Section,
prior to setting the tinmes for taking action during the
prelimnary notion phase of the interference, a conference cal
took place with counsel (see, e.qg,, 283 Paper 25, pages 1-2).

104. During the conference call, Wnter and Spal eck
indicated that they would file a reissue application and would
nove to add their respective reissue applications to the
respective interferences.

105. As a result of the conference call, the follow ng
observation was nade by the adm nistrative patent judge
designated to handle the interferences (283 Paper 25, page 2):

Wth respect to the prelimnary notion to add a reissue
application, it was indicated by Wnter that it would be
Wnter's position that not all clains in the reissue
application would be designated as corresponding to the
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count. In the event the prelimnary notion is filed and
Fujita believes that clainms in the reissue application
shoul d be designated as corresponding to the count, Fujita
shoul d oppose the prelimnary notion and request that

addi tional reissue application clainms be designated as
corresponding to the count.

106. In due course, Wnter filed Wnter Prelimnary
Motion 3 and Spaleck filed Spal eck Prelimnary Mdtion 3 to add
their respective reissue applications.

107. As indicated earlier, Fujita responded by arguing
that the prelimnary notions should be di sm ssed.

108. Alternatively, Fujita argued that the prelimnary
notions should be granted only if all new clains in both reissue
applications are designated as corresponding to a count.

109. Wnter and Spal eck repli ed.

110. During the prelimnary notion phase of the
interference, Wnter and Spal eck made an assunption that Fujita
had the burden of proof to the extent Fujita sought to have new
clains in the reissue applications designated as corresponding to
the count. Gven the state of the record, the assunption was not
unr easonabl e.

111. Fujita nade an assunption, and maintains to this
day, that Wnter and Spal eck had the burden of proof. G ven the
state of the record, Fujita' s assunption is |ikew se not

unr easonabl e.



112. Follow ng oral argunment on prelimnary notions,
Fujita was given an opportunity to respond to the Wnter and
Spal eck replies, principally in case it turned out that Fujita
had the burden of proof.

113. The Fujita response was acconpani ed by FUJI TA
MOTION 2, a Rule 635 notion for |leave to file a declaration of
Dr. Tobin Marks (283 Paper 71; 284 Paper 72).

114. The declaration is said to be necessary to
establish that the non-original patent clains in the Wnter and
Spal eck reissue applications are directed to the same invention
as the count of the interference into which the reissue is sought

to be added.
Opi ni on
Part |I.

| nterference-in-fact

A
Wnter maintains that there is no interference-in-fact
bet ween Wnter and Fujita.
Spal eck maintains that there is no interference-in-fact
bet ween Spal eck and Fujita.
An "interference-in-fact”" is a termof art in interference
practice. The rules define an "interference-in-fact” as foll ows

(37 CFR § 1.601(j)):



An interference-in-fact exists when at | east one claim

of a party that is designated to correspond to a count
and at | east one claimof an opponent that is
designated to correspond to the count define the sane
pat ent abl e i nventi on.

The rul es define "sanme patentable invention"” as follows (37 CFR
§ 1.601(n)):

| nvention "A" is the sane patentable invention as an

i nvention "B" when invention "A" is the sanme as (35
U S.C 102) or is obvious (35 U.S.C. 103) in view of
invention "B" assuming invention "B" is prior art with
respect to invention "A". Invention "A" is a separate
pat entabl e invention with respect to invention "B" when

invention "A" is new (35 U S.C. 102) and non-obvi ous
(35 U S.C 103) in view of invention "B" assum ng
invention "B" is prior art with respect to invention
"A.

Subparts (j) and (n) of Rule 601 inplenment hol dings of the

former Court of Custons and Patent Appeals. See, e.qg., Aelony v.
Arni, 547 F.2d 566, 192 USPQ 486 (CCPA 1977) (an interference-in-
fact held to exist between a claimto a nmethod of using

cycl opentadi ene and a claimto a nethod using butadi ene,

i soprene, dinethyl butadi ene, piperyl ene, anthracene, peryl ene,
furan or sorbic acid; the clainms were held to be directed to the
sanme patentabl e invention even though they did not overlap in

scope). See also Notice of Final Rule, Patent Interference



Cases, 49 Fed. Reg. 48416 (Dec. 12, 1984) (see Exanples 16 at
48421 and Exanple 20 at 48424).

An issue of whether an interference-in-fact exists is placed
before the board by the filing of a prelimnary notion under
37 CFR 8 1.633(b). If the prelimnary notion is granted, both
parties would be entitled to a patent containing their respective
clainms initially designated as corresponding to the count because
those clains woul d be determned to be directed to separate
pat ent abl e i nventions. !

Resol ution of an interference-in-fact issue involves a
two-way patentability analysis. The clained invention of Party A
is presuned to be prior art vis-a-vis Party B and vice versa.

The clained invention of Party A nust anticipate or render

obvi ous the clained invention of Party B and the clai ned
invention of Party B nust anticipate or render obvious the
clainmed invention of Party A Wen the two-way analysis is
applied, then regardless of who ultinmately prevails on the issue
of priority, the Patent and Trademark O fice (PTO assures itself
that it will not issue two patents to the sane patentable

i nventi on.

= See Notice of Final Rule, supra at 48440 ("Two coments questioned
the nature of the judgnment when a nmotion under § 1.633(b) is granted. Section
1.633(b) authorizes the filing of a [prelimnary] nmotion for judgnment on the
ground that there is no interference-in-fact. |[If a [prelinmnary] notion under
8§ 1.633(b) is granted, the judgnment would provide that each party is entitled
to a patent containing that party's clains corresponding to the count.").
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B

Wnter and Spal eck naintain that their respective patent

clainms and the clains of Fujita are directed to "separate

pat entabl e invention[s]" within the neaning of 37 CFR § 1.601(n).

We understand the argunent to be the follow ng:

1

2.

W nter and Spal eck claimnetal |l ocene conpounds.

Met al | ocene conpounds have utility other than as a
catal yst for making polyol efins.

Fujita claim8--the only independent Fujita
claim-is directed to a catal yst systemin which a
netal | ocene is used as an ingredient for making an
activated "catal yst system™

According to Wnter and Spal eck a "catal yst
systent involves a reaction product of the

net al | ocene and an activator, alternatively, the
net al | ocene and activator are sonehow bound one
with the other in some chem cal fashion

Exam ners in the Patent and Trademark O fice
routinely have required restriction (35 U.S. C

§ 121) between netal |l ocenes per se and catal yst
systens made from netal | ocenes.

A netal l ocene and a "catal yst systeni made from a

net al | ocene are separate patentable inventions and



therefore there is no interference-in-fact between
W nt er/ Spal eck and Fujita.
The party filing a prelimnary notion for judgnment alleging
no interference-in-fact has a burden of proving its case by a
preponderance of the evidence. See 37 CFR 8§ 1.637(a), first

sentence, and conpare Bruning v. Hirose, 161 F.3d 681, 684, 48

UsP2d 1934, 1937 (Fed. Cir. 1998) (burden of proof on the issue
of patentability of the clainms of a patent in an interference
where applications are copending is by a preponderance of the
evi dence) .
C.

At oral argument, it becanme apparent that the parties do
not agree on the scope of, or the neaning of ternms in, Fujita
claim8. The | anguage of Fujita claim8 which appears to create
t he di sagreenent is that which reads "A catal yst useful for the
pol ynmeri zati on of ol efins which catal yst conprises ***." Fujita
mai ntains that Fujita claim8 covers a netall ocene per se.
Wnter and Spaleck maintain that (1) Fujita claim8 is limted to
a "catalyst system" (2) does not cover a netall ocene per se and
(3) accordingly, there is no interference-in-fact.

Construction of the neaning of words in a patent claimis an
issue of law to be resolved based on the facts of each case.

Markman v. Westview Instrunents, Inc., 517 U. S. 370, 391, 116

S.Ct. 1384, 1396 (1996) (interpretation of the word "inventory"
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[in a patent clain] in this case is an issue for the judge, not

the jury ***. "); Ethicon Endo-Surgery, Inc. v. U S. Surgica

Corp., 93 F.3d 1572, 1577, 40 USPQ2d 1019, 1022 (Fed. G r. 1996)
(significance to be given a limtation in a patent claimis a
guestion of |aw which is resolved based on particular facts).
D
Fujita claim8 could have been presented sinply as "A

transition nmetal conpound having formula (1):" followed by
Formula (I). It was not. Rather, it contains additional

| anguage which reads "A catal yst useful for the polynerization of
ol efins which catalyst conprises ***." Wat is the significance,
if any, of the additional |anguage?

As a general proposition, we believe that it is appropriate,
where possible, to assign sone neaning to each word of a claim
Thus, like the words of a statute, each word in a claimshould be
gi ven nmeaning if possible.

The record reveals that Wnter, Spaleck and Fujita describe
nmet al | ocene conpounds whi ch when activated (generally with an
al um noxane) can be used to polynerize olefins. Wile it nmay be

a matter of debate as to whether the Wnter, Spal eck and/or

Fujita netall ocenes will function as a catal yst per se (see,

e.qg., Tr 13:18-22), there is little doubt that the netall ocenes
are, at |east preferably, activated with a cocatalyst. Catalysis

is not a precise science as evidenced by the different results
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whi ch the Wnter and Spal eck patents say are obtai ned dependi ng
on where substituents are placed on the ring structure.® It is
possi ble that within the scope of the netall ocenes of Formula (1)
of Fujita claim@8, there nmay be sone netal |l ocene species, even
when activated, which will not function for the utility described
by Fujita. Fujita avoids any side-show i ssue of whether its
enabling disclosure is conmmensurate in scope®® with the breadth
of Fujita claim8 by limting the netallocenes of Formula (1) to
t hose whi ch, when used in the manner described in the Fujita
specification, will be "useful for the polynerization of olefins
Kkk

In the context of the Fujita specification, the activated
catal yst used to make polyolefins is sone conbination of a
net al | ocene and an activator. Hence, Fujita's use of "which
catal yst conprises” nmeans that the catal yst nust be a netall ocene

within the scope of Formula (l1). 1In the final analysis, we agree

2 We wi sh to enphasize that the Wnter and Spal eck patents are not
adm ssible in evidence to prove the truth of statenments made therein. See
NOTI CE DECLARI NG | NTERFERENCE, § 41. Each patent is adm ssible, however, to
prove what is described therein and perhaps may be used as an adni ssion by a
party opponent. Each patent describes results which are said to be obtained
when the netall ocenes described therein are used to polynerize ol efins.

3 See, e.d., ln re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)
(given relative inconplete understanding in biotechnol ogical field involved
and the lack of a reasonable correlation between the narrow disclosure in
Vaeck's specification and the broad scope of protection sought in the clains,
PTO did not err in entering rejection based on 35 U . S.C. § 112, first
paragraph, for lack of enablenent); In re Fisher, 427 F.2d 833, 839, 166 USPQ
18, 24 (CCPA 1970) (the scope of enabl enent obviously varies inversely with
the degree of unpredictability of the factors involved).
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with the foll ow ng statenent made at oral argunent by M.
Rol l'ins, counsel for Fujita (Tr 59:5-14):

The Fujita claimhas at nost three limtations. One
[imtation is on the structure of the netallocene
conmpound, and | think that's quite straightforward.
Another limtation or both of the other limtations
appear in the preanble. One Iimtation is that nothing
is within the scope of the claimunless it's a

catal yst, and whether you consider a part of the sane
l[imtation as the catalyst or a different limtation,

it has to be a catalyst useful for the polynerization
of olefins. !

Based on our construction of Fujita claim8, as outlined
above, we hold, as a matter of law, that Fujita claim8 covers
a netall ocene having Fornmula (1), but only those netall ocenes
within the scope of Formula (1) which can be used along with an
activator to polynerize olefins. It further follows that Fujita
dependent clains 14 and 16 cover specific netall ocenes which fal
within the scope of Wnter claim1. It still further follows
that Fujita dependent clains 15, 17 and 18 cover specific
nmet al | ocenes which fall within the scope of Spal eck claim1.

E

14 See also Tr 66:6-16: "MR ROLLINS: So if you have a conpound which
is a netallocene within the scope of the claimand it is capable of acting
together with an activator or without an activator, either, to polynerize

olefins, it's within the scope of the claim |It's rather that sinple.
JUDGE McKELVEY: Actually you nmeant to say if you have a netall ocene within
the scope of the fornula --. MR ROLLINS: O the forrmula, that's correct."
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The subject matter of Fujita clainms 14 and 16 anti ci pates
(35 U.S.C. § 102) the subject matter of Wnter claim1l1, if one
presunes--as we nust in an interference-in-fact anal ysis--that
the subject of Fujita clains 14 and 16 is prior art vis-a-vis
Wnter. Likew se, the subject matter of Wnter claim®6
anticipates (35 U. S.C. § 102) the subject matter of Fujita claim
8 if one presunes that the subject matter of Wnter claim®6 is
prior art vis-a-vis Fujita. Hence, there is an interference-in-
fact between the Wnter clains and the Fujita clains designated
as corresponding to the count of Interference 104, 283.%

F

The subject matter of Fujita clainms 15, 17 and 18
anticipates (35 U S.C. § 102) the subject matter of Spal eck
claim1, if one presunes that the subject of Fujita clains 15, 17
and 18 is prior art vis-a-vis Spal eck. Likew se, the subject
matter of Spaleck claim4 anticipates (35 U.S.C. 8§ 102) the
subject matter of Fujita claim8 if one presunes that the subject
matter of Speleck claim4 is prior art vis-a-vis Fujita. For
exanpl e, the conmpound "rac-di net hyl silyl bis(1-(2-nethyl-4-ethyl-
i ndenyl ) zirconiumdichloride" reads on Fujita claim8 when

(1) Mis zirconium

5 W nt er has not noved to have any of its clains 1-6 designated as not
corresponding to the count of Interference 104, 283; hence, all Wnter clains
stand or fall together with respect to the interference-in-fact issue.
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(2) R is nethyl-1,3-butadienyl ene (where the nethyl
is substituted at the 5- and 5' -positions)
(3) Ris a silylene group substituted with two nethyl
groups (i.e., |ower alkyl groups);
(4) X and Y are chloro groups.
Hence, there is an interference-in-fact between the Spal eck
clainms and the Fujita clains designated as corresponding to the
count of Interference 104, 284.1°
G

Not wi t hst andi ng our construction of the scope of Fujita
claim8, we believe that Wnter and Spal eck have failed to
sustain their burden of establishing no interference-in-fact even
if Fujita claim8 is construed to be limted to a netall ocene
"catal yst system' activated with an al um noxane.

Wnter, Spaleck and Fujita ultimtely use their respective
net al | ocenes in the same manner. The netal |l ocene and an
activator, e.g., an alum noxane, are m xed and then placed in a
pol ymeri zation reactor or are mxed in the polynerization reactor

along with the olefin nononmer to be polynerized.

16 Spal eck has not noved to have any of its clainms 1-4 designated as not
corresponding to the count of Interference 104, 284; hence, all Spaleck clains
stand or fall together with respect to the interference-in-fact issue. In
particular, we note that with respect to the no interference-in-fact issue,
Spal eck does not maintain that Spaleck claim4 is entitled to any separate
consi deration, although later with respect to Prelimnary Mdtion 3, Spal eck
mai ntai ns that certain of (but not all) of the racemi c netall ocenes within the
scope of Spaleck claim4 are separately patentable fromthe count of
Interference 104, 284.
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G ven the simlar manner in which all say their netall ocenes
are used, if one presunes that the Wnter netall ocene is prior
art vis-a-vis Fujita, then it manifestly woul d have been obvi ous
(35 U S.C. 8§ 103) to mx the Wnter netall ocene with an
al um noxane to make the "catal yst system which Wnter says is
covered by Fujita claim8. Likewise, if we presune that Fujita
is prior art vis-a-vis Wnter, then if one skilled in the art
woul d have appreciated which netall ocene is used to nmake the
activated catalysts of Fujita claim14. That netall ocene
anticipates (35 U . S.C. § 102) Wnter claim1.

| f one presumes that the Spal eck netallocene is prior art
vis-a-vis Fujita, then it manifestly would have been obvi ous
(35 U.S.C. § 103) to m x the Spal eck netall ocene with an
al um noxane to nmake the "catal yst system which Spal eck says is
covered by Fujita claim8. Likewise, if we presune that Fujita
is prior art vis-a-vis Spaleck, then if one skilled in the art
woul d have appreciated which netall ocene is used to nmake the
activated catalysts of Fujita claim15. That netall ocene

anticipates (35 U. S.C. § 102) Wnter claim1.

H
Wnter has failed to sustain its burden of denonstrating
that there is no interference-in-fact between Wnter and Fujita
in Interference 104,283. Accordingly, Wnter Prelimnary

Mbtion 1 is denied.



Spal eck has failed to sustain its burden of denonstrating
that there is no interference-in-fact between Spal eck and Fujita
in Interference 104, 284. Accordingly, Spaleck Prelimnary

Mbtion 1 is denied.

Part I1.

W nter and Spal eck request for benefit

A
Wnter and Spal eck, in their respective Prelimnary
Motion 2, request to be accorded the benefit for the purpose of
priority of Patent 208. Fujita opposes their requests.
Resol ution of the issue of whether Wnter and/or Spal eck shoul d
be accorded benefit turns on whether Patent 208 sufficiently
descri bes the subject matter of the count of Interference 104, 283

and/ or the count of Interference 104, 284.

B
W nter and Spal eck can succeed if they can denonstrate that
Pat ent 208 describes a species within the scope of the rel evant

count. Hunt v. Treppschuh, 523 F.2d 1386, 1389, 187 USPQ 426

429 (CCPA 1975) (an application need only disclose a single

enabl ed enbodi nent within the scope of the count to constitute a



constructive reduction to practice of the invention of the
count) .t

We have found, however, that Patent 208 does not describe a
species within the count of Interference 104,283 or the count of
Interference 104, 284. Accordingly, Wnter and Spal eck are not
entitled to be accorded benefit for the purpose of priority based

on the principles of Hunt v. Treppschuh.

C.

The fact that Patent 208 does not describe a species within
the scope of the count of Interference 104, 283 or the count of
Interference 104,284 is not fatal to the Wnter and Spal eck
effort to be accorded benefit of Patent 208. In other words, we
woul d not foreclose a possibility that in an appropriate case a
benefit application mght contain a sufficient description of the
subj ect matter of the count or a party's clains corresponding to
the count to justify according benefit notw thstanding the
absence of a description of a species within the scope of the
count (Tr 76:20 to 77:5).

In Interference 104, 283, the count requires that there be a
substituent on the 5- and/or 6-position of each ring structure

(i.e., the R or R of Wnter and the nethyl or phenyl of the R

e A rational e which supports the holding in Hunt v. Treppschuh is that
if a party describes a single species within the scope of the count, the
opposing party is not entitled to a patent covering subject which is not
patentably distinct fromthe disclosed species.
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of Fujita is attached to the 5-position of the indene ring). The
guestion thus becones whet her Patent 208 contains a sufficient
description of the requirenent for a substituent in the 5- and/or

6- posi tion.

D.
Qur appellate reviewi ng court made the foll ow ng observation

in Eiselstein v. Frank, 52 F.3d 1035, 1040, 34 USPQ2d 1467, 1470

(Fed. Cir. 1995) (citations omtted):

"Satisfaction of the description requirenent insures
that subject matter presented in the formof a claim
subsequent to the filing date of the application was
sufficiently disclosed at the tine of filing so that
the prima facie date of invention can fairly be held to
be the filing date of the application.” |In order to
determ ne whether a prior application neets the
"written description"” requirenment with respect to
|ater-filed clains, the prior application need not
describe the clained subject matter in exactly the sanme
terms as used in the clains; it nust sinply indicate to
persons skilled in the art that as of the earlier date
t he applicant had i nvented what is now clained. The
test is whether the disclosure of the application
relied upon reasonably conveys to a person skilled in
the art that the inventor had possession of the clained
subject matter at the tinme of the earlier filing date.
"Precisely how cl ose the original description nust conme
to conply with the description requirenment of 8§ 112
must be determ ned on a case-by-case basis."



Qur appellate reviewi ng court al so observed in Fujikawa v.

Wattanasin, 93 F.3d 1559, 1570-71, 39 USPQd 1895, 1904-05 (Fed.
Cr. 1996) (citations omtted):

As the Board recogni zed, however, ipsis verbis

di sclosure is not necessary to satisfy the witten
description requirenent of section 112. Instead, the
di scl osure need only reasonably convey to persons
skilled in the art that the inventor had possession of
the subject matter in question. |In other words, the
guestion is whether Wattanasin's "application provides
adequate direction which reasonably [woul d | ead]
persons skilled in the art” to the sub-genus of the
proposed count.

Many years ago our predecessor court graphically
articulated this standard by anal ogi zi ng a genus and
its constituent species to a forest and its trees. As
the court expl ai ned:

It is an old customin the woods to mark trails by

maki ng bl aze marks on the trees. It is no help in

finding atrail . . . to be confronted sinply by a

| ar ge nunber of unmarked trees. Appellants are

pointing to trees. W are |ooking for blaze marks
whi ch single out particular trees. W see none.
*ok kK ok

Were we to extend Ruschig's netaphor to this case,
we would say that it is easy to bypass a tree in the
forest, even one that lies close to the trail, unless
t he point at which one nust |leave the trail to find the
tree is well marked. Wattanasin's preferred
enbodi ments do blaze a trail through the forest; one
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that runs close by Fujikawa's proposed tree. H's
application, however, does not direct one to the
proposed tree in particular, and does not teach the
poi nt at which one should |leave the trail to find it.

E

We do not find the necessary blaze marks in Patent 208.

Pat ent 208 descri bes a genus whi ch enbraces conpounds havi ng

substituents in the 5-, 5 -, 6- and 6'-positions. However,
Pat ent 208 does not specifically describe any particul ar conpound
wth a substituent in the 5- and/or 6-positions. Patent 208 says
that the preferred netall ocenes are those wherein R is hydrogen
(col. 3, line 67 through col. 4, line 13). Al of the Patent 208
exanpl es appear to describe netallocenes wherein all the R% are
hydr ogen.

W nter and Spal eck acknow edge that the position of the
substituent at the 5- and/or 6-position is not wthout
significance. See Finding 81. Metallocenes with substituents at
the 5- and 6-position, on this record, are patentably distinct
fromnetall ocenes with substituents at the 4-position.

O herwi se, there woul d have been only one interference decl ared
bet ween Wnter and Spal eck versus Fujita. The parties have
treated the counts in the two interferences as patentably
distinct. Both Wnter (Findings 25-26) and Spal eck (Findings 32

and 38) enphasize the inportance of the position where



substituents are attached. Accordingly, Patent 208 does not
contain the necessary description to accord Wnter and Spal eck
its benefit for the purpose of priority in these interference.

Ct. Bighamv. Godtfredsen, 857 F.2d 1415, 1417-18, 8 USPQRd 1266,

1268-69 (Fed. Cir. 1988).
Wnter has failed to sustain its burden of denonstrating
that it is entitled to be accorded the benefit for the purpose of

priority of Patent 208 in Interference 104, 283. Accordingly,

Wnter Prelimnary Motion 2 is denied. Because Wnter will not
be accorded benefit and there will be no priority testinony, a
judgment will be entered in favor of Fujita on the issue of
priority.

Spal eck has failed to sustain its burden of denonstrating
that it is entitled to be accorded the benefit for the purpose of

priority of Patent 208 in Interference 104, 284. Accordingly,

Spal eck Prelimnary Mdtion 2 is denied. Because Spaleck will not
be accorded benefit and there will be no priority testinony, a
judgment will be entered in favor of Fujita on the issue of
priority.

Prelimnary notions to add rei ssue applications

A
The rul es authorize a patentee involved as a party in an

interference to file a prelimnary notion to add a reissue
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application to an interference. 37 CFR §8 1.633(h). The
prelimnary notion nust conply with the requirenents of 37 CFR
§ 1.637(h). Rule 637(h) provides (enphasis added):

§ 1.637 Content of notions.
(h) A prelimnary notion to add an application
for reissue under 8§ 1.633(h) shall:

(1) Identify the application for reissue.

(2) Certify that a conplete copy of the file
of the application for reissue has been
served on all opponents.

(3) Show the patentability of all clains in,
or proposed to be added to, the
application for reissue which correspond

to each count and apply the terns of the

clains to the disclosure of the
application for reissue;[*® when
necessary a noving applicant for reissue

shall file with the nption an anmendnent

addi ng any proposed claimto the

application for reissue.

(4) Be acconpanied by a notion under
8§ 1.633(f) requesting the benefit of the
filing date of any earlier filed
application, if benefit is desired.

The parties disagree as to whether Wnter and Spal eck have

conplied with Rule 637(h)(3). Specifically, Fujita mintains

18 Wth respect to the nmeaning of the | anguage "[s]how the patentability
of all clainms *** which correspond to *** [the] count," see Notice of the
Chi ef Adm nistrative Patent Judge, "Interference Practice--Interference Rul es
Whi ch Require a Party to "Show the Patentability" of a Claim" 1217 Of. Gaz.
Pat. & Tm Office 17 (Dec. 1, 1998).
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that Wnter and Spal eck did not conply with Rule 637(h)(3). See
Fi ndi ngs 94-95, 100-101 and 107.

There is no rule which authorizes the filing of a
prelimnary notion to add a claimto an "ordinary" application
(as distinguished froma reissue application) and have the claim
designated as not corresponding to the count. Likew se, there is
no rule which authorizes the filing of a prelimnary notion to
add a claimto a reissue application and have the claim
desi gnated as not corresponding to the count. Hence, there is a
| ong-standing practice of not permtting an applicant in an
ordinary application to file a prelimnary notion to add cl ai ns
to its reissue application for the purpose of having those clains
designated as not corresponding to the count. See, e.qg.,

L' Esperance v. N shinoto, 18 USPQ2d 1534, 1537 (Bd. Pat. App. &

Int. 1991). The board's practice is currently inplenmented by

(1) dismssing prelimnary notions seeking to add clainms and to
have those cl ains designated as not corresponding to the count
and (2) not "entering"” any anmendnment submtted with the
prelimnary nmotion (37 CFR 8 1.615(a)). The rationale which
supports the policy of not permtting an applicant to add a claim
and have the cl ai mdesignated as not corresponding to a count

applies with equal force to clains in a reissue sought to be



added to the interference.!® Moreover, there is no express
provision in Rule 637(h) which permts a patentee to discuss any
non-original patent claimwhich the patentee believes should be
desi gnated as not corresponding to the count.? The provision of
Rul e 637(h)(3) which states "when necessary a noving applicant
for reissue shall file with the notion an anendnment addi ng any
proposed claimto the application for reissue" wuld be subject
tothe limtations of Rule 633(c) and Rule 637(c), neither of
which permt a prelimnary notion to add a claimto be designated
as not corresponding to the count. |In fact, Rule 637(h)(3)
refers only to clainms which correspond to the count. Hence,

Rul e 637(h) should be construed to not authorize the addition of
rei ssue applications to an interference when the reissue
application contains non-original patent clains which the reissue
appl i cant does not seek to have designated as corresponding to

the count. A reissue applicant should not be able through the

» If a party could file a prelimnary notion to have a claim not
previ ously consi dered by an exam ner, designated as not corresponding to the
count, then to grant the prelimnary notion, the board in the first instance
woul d have to determine that the claimis not directed to the sane patentable
i nvention as the count. The board would be in the business of rendering
essentially advisory opinions which should not be binding on the exam ner
The examiner may, and is nmore likely to, know of additional art, not
consi dered by the board, which m ght establish that the claimis directed to
the same patentable invention as the count.

20 A patentee filing a reissue and asking that the reissue be added to
the interference nay have to nention an original patent claimbecause that
original patent claimnmy have been designated as not corresponding to the
count when the interference was initially declared
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back door to do what every other applicant cannot do through the
front door.

For the reasons given, we agree with Fujita that the Wnter
and Spal eck prelimnary notions to add rei ssue applications
shoul d be di sm ssed because both Wnter and Spal eck seek to add
rei ssue applications with clainms which they do not feel should be
desi gnated as corresponding to the count. According, Wnter
Prelimnary Mdtion 3 and Spal eck Prelimnary Mdtion 3 are
di snissed.? Since both prelimnary notions are being disnissed,
it is not necessary to reach, or express any views on the nerits
of, the issue of whether Wnter 719 clains 7-12 and Spal eck 832
clainms 5-10 cover subject matter which is the sanme patentable

invention as the counts in the respective interferences. ??

2 We recogni ze that Wnter and Spal eck filed their respective reissue
applications to claimpriority. See State of Israel v. Brenner, 273 F. Supp
714, 155 USPQ 486 (D.D.C. 1967), aff'd, 400 F.2d 789, 158 USPQ 584 (D.C. Cir
1968) (reissue may be filed to perfect claimfor foreign priority not
perfected during prosecution of application which matured into patent sought
to be reissued). The claimfor priority was necessary to support their effort
to obtain benefit of the 208 Patent. Since Wnter and Spal eck failed on the
nerits (i.e, Wnter and Spal eck Prelim nary Mtions 2 have been denied), they
do not need their reissue in these interferences to perfect their claimfor
benefit. Had we ruled otherwi se on the benefit issue, we would have granted
the notion to add the reissue applications contingent on Wnter and Spal eck
pronptly cancelling Wnter 719 clainms 7-12 and Spal eck 832 clains 5-10

22 Nor do we feel that Wnter and/or Spal eck necessarily had a ful
opportunity to develop on the nmerits the issue of whether Wnter 719 clai ns
7-12 and Spal eck 832 clains 5-10 should correspond to the count. The question
of who had the burden of proof in these interferences has never been clear and
is contested by the parties. See Findings 110 and 111. If we had authority
under the rules to reach the nmerits issue, we would be inclined to permt
W nter and Spal eck to respond to Fujita's | atest subm ssion with cross-
exam nation or declarations of their own wi tnesses or both.
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B

In light of the discussion in Part I11-A, supra, we today
announce the following practice. In the future we will dismss

any prelimnary notion under Rule 633(h) which seeks to add a

rei ssue application to an interference when the reissue
application contains non-original patent clains which the reissue
appl i cant does not seek to have designated as corresponding to a
count. Qur newly announced practice does not preclude a patentee
in an interference fromfiling a reissue application. |If the

rei ssue application contains new clains which the reissue
appl i cant does not seek to have designated as corresponding to
the count, the reissue application will not be added to the

i nterference.

C.

After the interference is over, the Wnter and Spal eck

rei ssue applications will conme before the exam ner for ex parte
exam nation. One issue the examner will have to consider is

whet her Wnter 719 clains 7-12 and Spal eck 832 clainms 5-10 are
patentable. In particular, the exam ner may have to determ ne
whet her the clainms should be rejected as bei ng unpat entabl e over
the | ost count and/or on the basis of the rationale of Inre
Deckl er, 977 F.2d 1449, 24 USPQ2d 1448 (Fed. Cir. 1992).

The argunents presented by Fujita and the decl aration of

Dr. Tobin Marks are material to the patentability within the
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nmeani ng of 37 CFR 8 1.56. Accordingly, we recommend that Wnter
and Spal eck supply copies to the exam ner in the Wnter and

Spal eck reissue files of all argunments made by Fujita and al

evi dence supplied by Fujita, including the declaration of

Dr. Marks.

| V.

Fujita Rule 635 notion to strike

Fujita has noved to strike Wnter Reply 1 and Spal eck
Reply 1. Mich of what Fujita has to say about new argunents in
the Wnter and Spal eck replies has nerit. For exanple, Fujita
correctly notes that the replies do not follow the fornmat
required in the NOTI CE DECLARI NG | NTERFERENCE. See f 26(c)(4) at
page 21.% Failure to followthe format renders it difficult to
determ ne whether a reply rai ses new i ssues.

In our opinion, Wnter Prelimnary Mtion 1 and/or Spal eck

Prelimnary Mdtion 1 do not nake out a prim facie case that

there is no interference-in-fact. Based on the content of the

prelimnary notions and the oral argunent, we have little, if

2 A third-party declaration is adm ssible in ex parte exam nation.
In re Reuter, 670 F.2d 1015, 210 USPQ 249 (CCPA 1981) (third party affidavit
adm ssible in ex parte PTO proceeding. W voice no opinion on the weight
whi ch should be given to Fujita' s argunents and evidence with respect to the
patentability of Wnter 719 clainms 7-12 and/or Spal eck 832 clains 5-10.

2 We al so note the followi ng additional defects in the Wnter and
Spal eck replies. The replies presune the truth of statenents nade in the
specification of the Wnter and Spal eck patents despite the fact that the
patents are not adnissible to prove the truth of statenents nade therein.
See NOTI CE DECLARI NG | NTERFERENCE, 1 41. Copies of the Wnter and Spal eck
patents were not nmade exhibits. See NOTI CE DECLARI NG | NTERFERENCE, 1 37.
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any, doubt that Wnter or Spaleck failed to sustain their burden

of establishing no interference-in-fact. Hence, it was generally
unnecessary for us to consider either Fujita's oppositions or the
Wnter or Spal eck replies.

However, we would be |less than candid if we did not
acknow edge having read Fujita' s oppositions. A cursory review
of Wnter Reply 1 and Spal eck Reply 1 will show that numerous new
argunments were made by Wnter and Spaleck in their replies.

We have found it unnecessary to consider the replies with
one exception. Fujita in its oppositions and Wnter and Spal eck
in their replies have di scussed the scope of, and the neani ng of
| anguage in, Fujita claim8. W have considered the Wnter and
Spal eck replies only to the extent that they take issue with
Fujita' s opposition with respect to the neaning of Fujita claim38
and only to the extent that the replies rely on adm ssible
evi dence.? Qherw se, we have not found it necessary to
consider Wnter Reply 1 or Spal eck Reply 1.

We continue to be concerned with inappropriate replies being

filed in interference cases. See Part 2-a. of Nau v. Chuchida, %

whi ch st at es:

It has | ong been the perception of nost, if not
all, of the admnistrative patent judges of this board

25 See n. 12, supra.

2 http//:ww. uspto. gov/ web/ of fi ces/dcon bpai/its/104258. pdf.
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t hat counsel routinely raise new argunments and present
new evidence with replies. Presentation of new
argunments and evidence with replies raise several
concerns which the Trial Section had hoped to elimnate
t hrough requirenents in the NOTI CE DECLARI NG
| NTERFERENCE

One concern is whether a good faith effort was
made in the first instance in filing a notion,
including a prelimnary nmotion. To this end, it is the
practice of the Trial Section to consider a notion. |f
it finds that the notion fails to make out a prima
facie case for relief, the notion may be deni ed w thout

consi deration of any opposition or reply. The Trial
Section does not deemit fair to an opponent when a
party "gets its licks in" for the first tine at the
reply stage after the opponent can no | onger submt

evi dence and/or argument. In short, the Trial Section
hopes to elimnate the unfair tactical advantage which
can be gai ned through i nproper replies.

Anot her concern is that inproper replies nmake the
deci si on-maki ng process difficult. It is tinme-
consumng to read a notion only to discover that the
issue to be resolved is joined at the reply stage.
Hence, new argunents and new evi dence at the reply
stage generally result in inefficient adm nistration of
justice inefficient, all contrary to the phil osophy set
out in 37 CFR § 1.601.

The Trial Section's concern with replies is not a
new devel opnent. At the tine the "new' interferences
rules were being considered, it was proposed to all ow
replies only for certain notions. Notice of Proposed
Rul emaki ng, Patent Interference Proceedi ngs, 49 Fed.
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Reg. 3766, 3776 (col. 3), 3793 (col. 2) (Jan. 30,
1984). As a result of comments received follow ng the
notice of proposed rulemaking, it was decided to permt
replies in all instances. However, the follow ng
observation can be found in the Notice of Final Rule
(enphasi s added):
Anot her comment made at the hearing

suggested that a reply to an opposition to a

notion should be permtted as a matter of

course. Upon consideration of the comment,

it has been decided to authorize the filing

of replies to opposition to all notions.

Presently, replies are pernitted as a matter

of course only for oppositions to notions

under 37 CFR 1.231 [1984]. Section 1.638(b),

as changed, would permt the reply in every

i nstance. The PTO over the years has

recei ved conplaints concerning the inability

of a party to file replies. The change being

made in 8 1.638(b) will be reviewed sonetine

in the future to determ ne whet her

authorizing replies is helpful to the Board

and/ or whet her undue delay in resolving

interference occurs because replies are

filed. Mreover, the PTOw Il make a

judgnent on whether "new i ssues" are being

raised as a matter of course in replies. | t

can thus be seen that the change in

authorizing replies may be consi dered

experinental and could be changed in the

future if found to be counter-productive or

inconsistent with the objective of resolving
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interferences in a relatively pronpt manner

(enphasi s added).
Notice of Final Rule, Patent Interference Proceedi ngs,
49 Fed. Reg. 48416, 48442 (col. 3) (Dec. 12, 1984).
The Trial Section has gone out of its way to elimnate
the raising of new argunents in replies. See Paragraph
31 of the NOTI CE DECLARI NG | NTERFERENCE. | f the
interference bars wishes to retain its option of being
able to file replies, then it should make every effort
to avoid raising inproper new argunents and presenting
i nproper new evidence with replies. Qite frankly, if
the efforts of the Trial Section are not successful, we
see the next step as a proposal to anend the rules to
permt areply only with | eave of an adm nistrative
pat ent | udge.

The Trial Section feels that one nore warning is in order to
all concerned that we will strictly enforce the reply brief
practice as of the date this opinion is published on the PTO Wb
Page or el sewhere. \Watever may have been the expectation prior
to that publication, we feel we are left with little choi ce.

Mor eover, any reply which does not use the format required by

1 26(c), including T 26(c)(4), of the NOTI CE DECLARI NG

| NTERFERENCE wi || be returned. W take a final warning step in
what we perceive to be the same spirit in which the Federa
Circuit recently has taken steps to curb the raising of argunents
before that court which are inconsistent with argunents made to a

district court. See Key Pharmaceuticals v. Hercon Laboratories
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Corp., 161 F.3d 709, 715-16, 48 USPQ2d 1911, 1916 (Fed. Grr

1998) and Hockerson- Hal berstadt v. Converse Inc., 183 F.3d 1369,

1374 (Fed. Cir. 1999), which states:

As a prelimnary matter, this court decides that
HH has not waived the claimconstruction it advances
on appeal. The recent case of Key Pharmaceuticals v.
Hercon lLaboratories Corp., 161 F.3d 709, 48 USPQd
(BNA) 1911 (Fed. Cir. 1998) presented a simlar issue.
In Key, Hercon chall enged on appeal the very claim

construction it convinced the trial court to adopt.
Fi nding Hercon's position "highly questionable,” this
court noted:

Odinarily, doctrines of estoppel, waiver, invited

error, or the |like would prohibit a party from

asserting as "error" a position that it had
advocated at the trial
Id. at 715. However, because this court had not issued
an opinion publicly condeming this behavior and
because Key did not object, the Key court exercised an
"abundance of fairness” and revisited the claim
construction issue. See id. at 715-16.

The parties conpleted briefing in the case at bar
on Novenber 19, 1998, about a week before this court's
Novenber 25, 1998 decision in Key. Thus, the present
parties, as in Key, did not have the benefit of an
opinion of this court noting the inpropriety of
swi tching claimconstructions on appeal. Accordingly,
this court again exercises an abundance of fairness and
reviews the correctness of the district court's claim
construction.



W deem it appropriate to exercise the sanme abundance of fairness
in this case that the Federal Circuit exercised in Key and

Hocker son- Hal berstadt. W do not intend to be so charitabl e once

this opi nion appears on the PTO Wb Page or is otherw se
publ i shed.

For the reasons given, we exercise our discretion by
declining to strike Wnter Reply 1 and Spal eck Reply 1. Fujita's

Rul e 635 Motion to strike is denied.

V.

The Wnter and Spal eck Rul e 635 notions
to leave to file belated prelimnary notions

Wnter and Spal eck seek to file belated prelimnary notions
to challenge the patentability of Fujita s clains under the first
and second paragraphs of 35 U S.C. § 112. Wnter and Spal eck
argue that there is good cause for not having earlier filed the
prelimnary notions. W disagree and therefore the Wnter and
Spal eck Rul e 635 notions are deni ed.

Wnter and Spal eck are said to have been surprised by a
Fujita construction given Fujita claim8 in a paper filed by
Fujita on 25 May 1999 (283 Paper 50; 284 Paper 51). By virtue of
bei ng surprised, Wnter and Spal eck say they could not have
earlier filed a prelimnary notion attacking the patentability of
Fujita claim®8 under 35 U.S.C. 8§ 112. But, it is absolutely

plain on this record that as early as the filing of Wnter Reply
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1 and Spal eck Reply 1 on 17 May 1999 in response to Fujita
oppositions filed 16 April 1999 that there was a di sagreenent as
to the meaning of Fujita claim8. Mreover, both the exam ner
(FEx 2004, page 3--"the instant [Fujita] clainms read on conpounds
as well as the catal yst conposition”) and the NOTI CE DECLARI NG
| NTERFERENCE, page 43 (Fujita claim 16--which depends fromFujita
claim8--is directed to a catalyst which is a conpound) construed
Fujita claim8 as being directed to a conpound. It appears that
W nter and Spal eck have never agreed with the exam ner's
construction of Fujita claim8 or the construction placed on the
Fujita clainms in the NOTI CE DECLARI NG | NTERFERENCE

The issues Wnter and Spal eck seek to raise in a bel ated
prelimnary notion are manifestly afterthoughts which conme too

late in this interference.

\

Fujita Rule 635 notion 2 to file declaration

Fujita has noved to file and have considered on the nerits a
decl aration of Dr. Tobin Marks. See Findings 56(11) and 113.
| nasmuch as we have dismssed Wnter Prelimnary Mtion 3 and
Spal eck Prelimnary Mdtion 3, as requested by Fujita, we do not
reach the remaining grounds of Fujita for opposing the
prelimnary nmotions. Accordingly, there is no need to consider
the Marks declaration. Fujita's Rule 635 Mition 2 is therefore

di sm ssed.



VII.

Priority of invention

Fujita is entitled to an earlier benefit date. There wll
be no priority testinony since the parties rely on their filing
dates in the respective prelimnary statenents. Accordingly,
Fujita is entitled to a judgnment on the issue of priority inits
favor in both interferences.

A separate judgnent will be entered in each interference.

BRUCE H. STONER, Jr., Chief
Adm ni strative Patent Judge

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

RI CHARD E. SCHAFER
Adm ni strative Patent Judge
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| NTERFERENCES

JAVESON LEE
Adm ni strative Patent Judge
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Abbr evi ations used in opinion

283 Paper xx Paper nunber of paper in the file of
Interference 104,283, Wnter v. Fujita

284 Paper xX Paper nunber of paper in the file of
Interference 104, 284, Spaleck v. Fujita

FEx Fujita exhibit

Fujita The inventive entity naned in application

08/ 678,686, filed 11 July 1996 which is
involved in both Interference 104, 283 and
I nterference 104, 284

Pat ent 208 U S. Patent 5,276,208, issued 4 January 1994

PTO Pat ent and Trademark O fice

SEx Spal eck exhi bit

Spal eck The inventive entity naned in U S. Patent
5,329,033 which is involved in Interference
104, 284

Spal eck 832 Spal eck application 09/253,832, filed

19 February 1999 seeking to reissue Spal eck
U S. Patent 5,329,033 which is involved in
I nterference 104, 284

Tr X:y-z Page x, lines y to z of the transcript of
oral argument on 29 Septenber 1999

VAEX W nter exhibit

W nt er The inventive entity naned in U S. Patent
5,455,365 which is involved in Interference
104, 283

Wnter 719 Wnter application 09/252,719, filed

19 February 1999 seeking to reissue Wnter
U. S. Patent 5,455,365 which is involved in
I nterference 104, 283
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MEMORANDUM OPI NI ON and ORDER
(denying request for reconsideration filed by Fujita)

Before: STONER, Chief Adm nistrative Patent Judge,
McKELVEY, Senior Adnmnistrative Patent Judge, and
SCHAFER, LEE and TORCZON, Adm ni strative Patent Judges.

McKELVEY, Senior Adnministrative Patent Judge.

Fujita? requests reconsideration of Part IIl-A and
Part I11-B of our MEMORANDUM I N SUPPORT OF FI NAL JUDGVENTS
entered 16 Novenber 1999 (283 Paper 78; 284 Paper 79).%® Wnter

v. Fujita, _ USPQ@d __ (Bd. Pat. App. & Int. 1999).

A | nt r oducti on
Fujita's request for reconsideration is sonewhat curious.
There cane a tine in the interferences when Wnter and
Spal eck filed prelimnary notions under 37 CFR 8§ 1.633(h)
[ Rul e 633(h)] seeking to add Wnter 719 reissue application to

Interference 104, 283 and Spal eck 832 reissue application to

Interference 104, 284 (Finding 116). Fujita opposed, arguing that

W nter and Spal eck were seeking "to anmend the interference by

adding to its reissue application clains to be designated as not

corresponding to the count” (enphasis added) (Findings 94

In its request for reconsideration Fujita ceases to refer to Fujita as "Fujita"

refers to Fujita's as "M tsubishi Chem cal Conpany (hereinafter referred to as 'MCC )"
assigned its interest to MCC. We will not conpound any confusion created by the change and i nstead
continue to refer to the senior party as "Fujita"

wi | |
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SUPPORT OF FI NAL JUDGMENTS

and i nstead
Fujita has

Abbreviations in this opinion are the same as those |listed on page 57 of the MEMORANDUM | N



and 100). Fujita accordingly urged that each prelimnary "notion
shoul d be di sm ssed"? (Findings 95 and 101). Contingent on our
not dism ssing the Wnter and Spal eck prelimnary notions, Fujita
alternatively opposed on the nerits. According to Fujita, Wnter
719 clainms 7-12 should be designated as corresponding to the
count of Interference 104,283 and Spal eck 832 cl ainms 6-10 should
be designated as corresponding to the count of Interference
104, 284.

The nerits panel dism ssed the prelimnary notions just
as Fujita had requested. W found that neither prelimnary
nmotion, as filed, net the requirenents of 37 CFR 8 1.637(h)
[Rule 637(h)]. Fujita now says that we shoul d not have dism ssed
the prelimnary notions. Instead, Fujita maintains that we
shoul d have considered Fujita' s nerits opposition and shoul d have
determ ned whet her Wnter 719 clains 7-12 and Spal eck clains 6-10
correspond to a count.

The nerits panel finds itself in the position of having
granted the relief requested by a party only to find that the
party is now disatisfied and says we should do sonething el se.

It is difficult to see how we ni sapprehended or overl ooked any

2 The word "dism ss" as applied to prelinmnary and other notions filed in an interference is a
termof art. |In deciding any notion, a panel or APJ may grant or deny the notion. A notion which is
granted or denied has been treated on the nerits. Another possibility is to "dism ss" a notion. In
di smi ssing a notion, the panel or APJ does not reach the nerits. There are nunerous reasons why a
noti on may be dism ssed, including but not limted to, (1) failure to tinely file the notion,

(2) failure to conply with procedural requirenment of the rules or the NOTI CE DECLARI NG | NTERFERENCE
and (3) filing a notion not authorized by the rules.
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point in granting Fujita s request that the Wnter and Spal eck
prelimnary notions be dismssed. As we said earlier, the
request for reconsideration is curious.

Despite its curious nature, we take this opportunity to
address sone points raised by the request which are inportant to
the effective admnistration of justice in interference cases

before the board.

B. Interpretation of Rule 633(h)

In Part 111-A and Part 111-B of the MEMORANDUM I N SUPPORT OF
FI NAL JUDGMENTS, the merits panel interpreted the neani ng of
requi renents set out in Rule 637(h). Under our interpretation, a
prelimnary notion to add a reissue application is procedurally
proper only if the reissue applicant seeks to have all "new
clainms in the reissue application designated as corresponding to
t he count.

1
The rules permt the filing of three types of notions in

i nterference cases:

a. Prelimnary notions--Rule 633.
b. Motions to correct inventorship--Rule 634.
C. M scel | aneous notions--Rule 635. 3%

30 A m scell aneous notion is a notion other than a prelimnary notion or a notion to correct
i nventorship. Prelimnary notions generally relate to and involve a substantive issue.
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The issue before us on reconsideration involves prelimnary
noti ons under Rul e 633(h).

Rul e 633 identifies in subparagraphs the types of
prelimnary notions which may be filed. Rule 637 sets forth, in
correspondi ng subparagraphs, the procedural requirenments for
filing a prelimnary notion.

Rul e 633(h) authorizes a party to file a prelimnary notion
to add a reissue application to an interference. Rule 637(a)
sets out the general requirenments for all notions. [In addition,
Rul e 637(h) sets out the requirenents to be foll owed when filing
a prelimnary notion to add a reissue application to the
interference.

Rul e 633(h) provides:

A party may®l file the follow ng prelininary notions:
* %

(h) [when a patent is involved in an interference and
the patentee has on file or files an application
for reissue ***, a [prelimnary] notion to add the
application for reissue to the interference. See
§ 1.637(a) and (h).

Rul e 637(h) provides (enphasis added):

s The word "may" should be interpreted to nean that a party "nmay" or "may not" elect to file a
prelimnary notion. The board, however, determines if a full (any prelimnary notion) or linmted
(e.g., only a prelimnary notion based on no interference-in-fact) prelimnary notion period will be
set, and if so, when (i.e., the stage of the interference) a prelimnary notion can be filed. See
37 CFR § 1.636(a) [Rule 636(a)].



(h) A prelimnary notion to add an application
for reissue under 8§ 1.633(h) shall:

(1) Identify the application for reissue.

(2) Certify that a conplete copy of the file
of the application for reissue has been
served on all opponents.

(3) Show the patentability of all clains in,
or proposed to be added to, the

application for reissue which correspond
to each count and apply the terns of the

clains to the disclosure of the
application for reissue; 3 when
necessary a noving applicant for reissue

shall file with the notion an anendnent

addi ng _any proposed claimto the

application for reissue.

(4) Be acconpanied by a notion under
8§ 1.633(f) requesting the benefit of the
filing date of any earlier filed
application, if benefit is desired.

There are a variety of reasons why a patentee involved in an
interference mght wsh to add a reissue application to an
interference. A first reason is to avoid prior art relied upon
by an opponent. For exanple, an opponent may file a prelimnary
nmotion alleging that the clainms of a patent involved in the

interference are unpatentable over the prior art. Rule 633(a).

32 Wth respect to the nmeaning of the | anguage "[s]how the patentability of all clains *** which
correspond to *** [the] count," see Notice of the Chief Adm nistrative Patent Judge, "Interference
Practice--Interference Rules Which Require a Party to "Show the Patentability" of a Claim" 1217 O f.
Gaz. Pat. & Tm O fice 17 (Dec. 1, 1998).



One response by a patentee could be to file a reissue and present
narrower clains to be designated as corresponding to the count
but which avoid the prior art. A second reason for filing a

rei ssue mght be to perfect a claimto priority under 35 U. S. C,

§ 120% or 35 U.S.C. § 119.3%

2.

Each interference has a count which defines the interfering
subj ect matter between the parties to the interference. 37 CFR
§ 1.601(f) [Rule 601(f)]. When an interference is initially
decl ared, each claimof each application and patent involved in
an interference is designated (1) as corresponding to the count,
in which case the claimis "involved" in the interference within
the meaning of 35 U S.C. § 135(a), or (2) as not corresponding to
the count, in which case it is not involved in the interference.
A claimwhich defines the sane patentable invention as a count is
desi gnated as corresponding to the count. 37 CFR 8 1.603 [Rule

603], | ast sentence.

s Cf. Sanpson v. Commr of Patents, 195 USPQ 136 (D.D.C. 1976).

34 Cf. State of Israel v. Brenner, 273 F.Supp. 714, 155 USPQ 486 (D.D.C. 1967), aff'd, 400 F.2d
789, 158 USPQ 584 (D.C. Cir. 1968) (reissue may be filed to perfect claimfor foreign priority not
perfected during prosecution of application which matured into patent sought to be reissued).
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3.

There are nunmerous possibilities when a patentee files an
application to reissue a patent during an interference. Three
possibilities are the foll ow ng.

First, the patentee may present "new' clains, each of which
t he patentee believes correspond to a count. Under this
possibility, the patentee should file a prelimnary notion to add
the reissue application to the interference. 37 CFR 8§ 1.662(b)
[Rule 662(b)] ("A patentee who files an application for reissue
whi ch includes!® a claimthat corresponds [or should be
designated to correspond®] to a count shall *** tinely file a
prelimnary notion under *** [Rule 633(h)] or show good cause why
the notion could not have been tinely filed or would not be
appropriate.”). Normally, a prelimnary notion under Rule 633(h)
will be granted unless the reissue is filed in such an untinely
manner as to disrupt efficient admnistration of justice in the
interference consistent with 37 CFR 8§ 1.601 [Rule 601]. Rule 601
provi des that the rules should be interpreted to secure a just,
speedy and i nexpensive determ nation of every interference.

Second, the patentee may cancel all original patent clains

and present only "new' clains, taking the position that none of

35 The word "includes" is used to take into account a possibility that some of the origina
patent clains nmay not have been designated as corresponding to a count.

36 See Notice of Final Rule, Patent Appeal and Interference Practice, 60 Fed. Reg. 14488, 14517
col. 3 (Mar. 17, 1995).



the "new' clains of the reissue application correspond to the
count. Under this possibility, judgnent may be entered agai nst
the patentee as to the original patent clains involved in the
interference, i.e., the patent clains designated as correspondi ng
to the count. Rule 662(b), first sentence ("If a patentee
involved in an interference files an application for reissue
during the interference and the reissue application does not
include a claimthat corresponds to a count, judgnent may be
entered agai nst the patentee.").

Third, a patentee mght file a reissue application
containing both (1) "original patent” clains which the patentee
bel i eves correspond to a count and (2) "new' clains which the
pat ent ee believes do not correspond to a count. The third

possibility is what occurred in these interferences.

4.

Any interpretation of Rule 637(h) also requires an
understanding of the prelimnary notions which may be filed to
"redefine"” the interfering subject matter. 37 CFR § 1.633(c)
[Rule 633(c)]. Rule 633(c) provides in relevant part:

A party may file the following prelimnary notions:

* * %

(c) A notion to redefine the interfering subject
mat t er by



(2) amending an application claimcorresponding
to a count or adding a claimin the noving party's
application to be designated to correspond to a count,

(3) designating an application or patent claimto
correspond to a count,

(4) designating an application or patent claimas
not corresponding to a count, or

(5) requiring an opponent who is an applicant to
add a claimand to designate the claimto correspond to a
count. See 8 1.637(a) and (c).

It should be noted that not included anong the |ist of

prelimnary notions authorized by the rules is a prelimnary
nmotion by an applicant to (1) add a claimto its application and
(2) have the claimdesignated as not corresponding to the count.
Accordingly, the rules do not contenplate an attenpt by an

applicant to add a claimnot involved in the interference, within

the meaning of 35 U S.C. § 135(a), for the purpose of having the

claimremain not involved in the interference. Stated i n other

terms, the rules do not authorized an applicant to obtain a
"decl aratory judgnent” that a new claim added to an application
involved in an interference after it is declared, should not
becone involved in the interference. Rather, after the
interference is termnated, any applicant is free to present any
new cl ai mand the examner will determ ne whether or not the new
claimis patentable. See 37 CFR 8 1.658(c) [Rule 658(c)] and

In re Deckler, 977 F.2d 1449, 24 USPQRd 1448 (Fed. G r. 1992)
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(party losing interference is not entitled to clains to sane
pat ent abl e i nventi on as count).
The rul es do provide, however, for a party to require an

appl i cant opponent to add a claimto its application involved in

the interference and have the clai mdesignated as correspondi ng

to the count. Rule 633(c)(5). |If the prelimnary notion is
granted, the applicant nust present the claim and upon
presentation, the claimw || be designated as corresponding to
the count. If the prelimnary notion is denied, the applicant is
not required to present the claim?3  The word "applicant” in
Rul e 633(c)(5) facially would appear to include an applicant for
an original patent as well as an applicant seeking to reissue a
patent. W would not, however, be inclined to read the word
"applicant” in Rule 633(c)(5) as including a reissue applicant.
It is not clear that a party may require an opponent seeking
reissue to add any claimto its reissue application because a
party cannot conpel an opponent reissue applicant to agree that
any particular error occurred in its patent sought to be

reissued. See 35 U S.C. § 251 and Geen v. The Rich Iron Co.

944 F.2d 852, 20 USPQRd 1075 (Fed. Cir. 1991).

37 The W nter and Spal eck rei ssue application have never been involved in these interferences
because no prelimnary notion under Rule 633(h) has been granted addi ng those rei ssue applications.
Hence, the provisions of Rule 633(c)(5) are not applicable to Wnter 719 clains 7-12 and Spal eck 832
cl ai nms 6-10.
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5.

It does not take nuch imagination to see the parall el
between (1) an attenpt by a party to add a new claimto an
application involved in an interference for the purpose of having
the clai mdesignated as not corresponding to a count and (2) an
attenpt by a reissue applicant to add to an interference a
rei ssue application containing a "new' claimand have that claim
designated as not corresponding to a count.

Rul e 637(h)(3) requires the patentee involved in the
interference to "[s]how the patentability of all clains in, or
proposed to be added to, the application for reissue which

correspond to each count" (enphasis added). There is no

requi renent for any discussion of a claimwhich would not
correspond to a count. If a patentee were allowed to add a

rei ssue application which contains "new' clainms which it believes
do not correspond to a count, a reissue applicant would be abl e,

t hrough the back door, to do what every other applicant cannot do
t hrough the front door. Accordingly, we have interpreted Rule
633(h) to permt the filing of a prelimnary notion to add a
reissue only if the reissue applicant agrees that all "new

clainms in the reissue application are to be designated as



corresponding to the count.®* Qur interpretation of Rule 637(h)
puts all applicants, including reissue applicants, on the sane

pl ayi ng field.

6.

Fujita says that we said Rule 637(h) is "confusing.” W did
not use the word "confusing."” The request for reconsideration
makes it plain that at |east counsel for Fujita "heartily agrees”
that Rule 637(h) "is confusing"” (Request, page 1). Despite
finding "portions” of our rationale "unpersuasive" (Request,
page 2),°% counsel for Fujita cannot deny that our interpretation
of Rule 637(h) is manifestly consistent with his request, on
behal f of Fujita, that the Wnter and Spal eck prelimnary notions
be dism ssed. Curiously, the request never states the rationale
upon which Fujita would now interpret Rule 637(h) to reach the

obj ect Fujita seeks.

38 In an interference involving a patent, it is possible that sonme clains of the patent are
desi gnated as not corresponding to the count when the interference is initially declared. [If a
rei ssue application is filed and the reissue applicant seeks to have the reissue application added to
the interference, it would be inappropriate for the PTOto insist that the reissue applicant cance
fromthe reissue original patent clainms which were not initially designated as corresponding to the
count. An original patent claim designated initially as not corresponding to the count, can be
cancelled only if the reissue applicant (not the PTO and the opposing party) believes its presence in
the patent is an error. 35 U. S.C. 8§ 251; G een v. The Rich Iron Co., 944 F.2d 852, 20 USPQ2d 1075
(Fed. Cir. 1991) (a district court cannot conpel a patentee to seek rei ssue where the patentee does
not believe there is any error in its patent). An opponent, however, may nove to have as desi gnated
to correspond to a count an original patent claiminitially designated as not corresponding to a
count. Rule 633(c)(3).

39 According to Fujita (Request, pages 2-3), it is far nmore likely that a party with an econonic

interest will find applicable prior art than an exam ner who Fujita says is under "severe tine
constraints inposed by the exam nation process." Assuming Fujita is correct, even Fujita does not
categorically rule out the possibility that the exam ner will know of, or find, appropriate prior art
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Qur recent experience confirms our belief that the public is
not certain about how to proceed under Rule 637(h). W also
believe that it is entirely possible that adm ni strative patent
j udges of this board may not have adm nistered Rule 637(h) in a
uni form manner. Thus, candor would require us to concede that it
is possible that sonme admi nistrative patent judges nmay have
granted prelimnary notions to add rei ssue applications which
cont ai ned "new' clains not designated as not corresponding to the
count while others have not.* What admits of no doubt, based on
our experience, is that addition to an interference of an
application to reissue a patent involved in the interference
conplicates the interference and generally nakes it nore
difficult to enter a final decision in a just, speedy and
i nexpensi ve manner.*

Qur interpretation of Rule 637(h) should (1) nake
uniformthe practice relating to adding reissue applications to
interferences, (2) elimnate possible inconsistent handling of

rei ssue applications frompanel to panel or judge to judge and

40 We are not aware of any published precedent by the board interpreting Rule 637(h), or any
other notice interpreting Rule 637(h). Nevertheless, since our interpretation my be different from
that of prior panels or judges in specific unidentified cases, we have gone to sone |length to provide
what we hope is a "reasoned anal ysis" in support of our interpretation of Rule 637(b). Cf. Motor
Vehicle Mgs Ass'n of the United States, Inc. v. State Farm Mutual Autonobile |Insurance Co., 463 U. S
29, 57, 103 S.Ct. 2856, 2875 (1983); G eater Boston Television Corp. v. F.C.C., 444 F.2d 841, 852
(D.C. Cir. 1983) (an agency changing its course nust supply a reasoned analysis). Suffice it to say
that in the future the interpretation made in this case will be uniformy applied.

41 In these interferences, for exanple, one difficulty involves an inability of the parties to
agree on which party has the burden of proof with respect to Fujita' s contingent attenpt to have the
W nt er and Spal eck "new' reissue clainms designated as corresponding to a count.
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(3) give the practicing interference bar a brighter |ine upon
which to base advice to clients as to whether to seek to add
rei ssue applications to interferences can be made.

The result reached in these interferences does not mean that
a reissue application added to an interference can never be
anmended to include clains which do not correspond to a count.
After an interference is term nated, any applicant, including a
rei ssue applicant, may file an anmendnent contai ning new cl ai ns
when ex parte prosecution is resuned. |If the applicant or
rei ssue applicant won the interference, estoppel under 37 CFR
8§ 1.658(c) [Rule 658(c)] is not an issue. On the other hand, if
the applicant or reissue applicant lost the interference, then
post-interference ex parte exam nation will have to exam ne any
"new' clains taking into account the estoppel provisions of
Rul e 658(c) and the Federal Circuit's Deckl er decision.

G ven our holdings in these interferences, we would be
surprised if in the future any patentee would seek to add a
rei ssue application containing "new' clainms which the patentee
bel i eves shoul d be designated as not corresponding to a count.
Rat her, the patentee would probably be inclined, and advised, to
wait until after the interference term nates and ex parte

prosecution resunes before adding any such "new' cl ai ns.



7.

Fujita does not suggest that our interpretation* is plainly
erroneous or inconsistent with the |Ianguage of Rule 637(h).
Apparently overl ooked by Fujita, is that jurisprudence which
hol ds that an agency interpretation of an agency regulation is
entitled to "controlling weight unless it is plainly erroneous or

inconsistent with the regulation.”™ Udall v. Tallman, 380 U S. 1,

16-17, 85 S. . 792, 801 (1965), quoting Bow es v. Sem nol e Rock

Co., 325 U. S. 410, 413-14, 65 S.C. 1215, 1217 (1945). If our
interpretation is entitled to deference before the Federal

courts, then certainly Fujita also should be able to find its way
to defer to our interpretation and accept that, under our
interpretation of Rule 637(h), we gave Fujita precisely the

relief requested.

C. Fujita' s workl oad argunent
Fujita, characterizing our interpretation of Rule 637(h) as

establishing a "new practice,” "submts" that the new practice
"may have been notivated by a desire to save the board work"
(Request, page 3). Fujita also states that the new practice may

not save work.

42 In appropriate circunstances, the rules provide for a petition to the Conmm ssioner for an
interpretation of a rule. 37 CFR § 1.644(a)(1). Authority to decide the petition has been del egated
by the Conm ssioner to the Chief Adnministrative Patent Judge. MPEP, 8§ 1002.02(f)(4)(a) (7th ed. July
1998). The Chief Judge is a nenber of the nmerits panel and presumably woul d not have joined the
opi nion had he disagreed with the panel's interpretation of Rule 637(h). Hence, our interpretation in
this particular case is equally an interpretation of Rule 637(h) by the Commi ssioner
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W are tenpted to summarily dism ss the argunent as a side
show apart fromthe main event. The "new practice" we are said
to have adopted is the "old practice"” upon which Fujita based its
opposition to the Wnter and Spal eck prelimnary notions to add
rei ssue applications. While others not involved in this
interference may have experienced a "different practice,” we find

it curious that Fujita characterizes our interpretation as a "new
practice.”

In any event, judicial and adm nistrative tribunals often
adopt policies which "save" work. Wen the policy is adopted
consistent wwth the statute and rul es, saving work becones
not hi ng nore than efficient admnistration of justice.

In support of its "nore work"™ argunment, Fujita says that a
patentee involved in an interference mght file two reissue
applications. The first reissue application would contain clains
whi ch the patentee believes should correspond to the count. The
second rei ssue application would contain clains which the
pat ent ee believes should not correspond to the count. Fujita
rem nds us that the patentee would then be required to file in
the interference a notice of the filing of the reissue
applications. 37 CFR 8 1.660(b) [Rule 660(b)]. Reissue
applications are open to public inspection. 37 CFR 8 1.11(hb)

[Rule 11(b)]. Fujita reasons that upon receipt of the Rule

660(b) notice, the opponent will (1) inmediately order a copy of
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the file wapper of the reissue and (2) forthwith file a
m scel | aneous Rul e 635 notion seeking to have the Trial Section
add the second reissue to the interference pursuant to 37 CFR
8§ 1.642 [Rule 642]. Accordingly, Fujita reasons that the work
the board is said to have been "saving"” under the "new practice”
really does not anmount to any saving after all

Fujita m sapprehends the role of Rule 642 and how it nay be
efficiently inplemented in practice. Specifically, Fujita
overl ooks the fact that an interference is not a full-blown pre-
grant opposition to the grant of a patent or a full-blown patent
cancel l ation proceeding. Wiile inter partes oppositions®® and
cancel | ati ons* are provided in trademark cases before the Patent
and Trademark O fice, Congress has not yet seen fit to provide
simlar pre-grant oppositions and post-grant cancellation in
patent cases. Cf. Pub.L. 106-113, sec. 4502 (1999) (to be
codified at 35 U.S.C. 8§ 122(c)) (explicitly providing that there
is to be no protest or other form of pre-issuance opposition to
the grant of a patent on an application after publication of the
appl i cation).

Action under Rule 642 is discretionary. Likew se
di scretionary is how the board goes about determ ning how to

exerci se discretion under Rule 642. In the scenario suggested by

43 15 U.S.C. § 1063

44 15 U.S. C. § 1064.



Fujita, a significant question is whether the Conm ssioner,

t hrough the exam ner, is of the "opinion” that an interference
exi sts between the second reissue and clains of the opposing
party's application already involved in an interference. If a
notion under Rule 642 is filed by a party applicant involved in
an interference to add a reissue application not involved in the
interference, the party applicant may be required by the board to
convince the exam ner that an interference exists between the
application involved in the interference and the reissue
application. See 37 CFR § 1.604 [Rule 604]. Jurisdiction over
the application involved in the interference nmay be returned to
the examner to make a determination if an interference exists.
37 CFR 8 1.615(b) [Rule 615(b)]. |If the exam ner determ nes that
an interference exists, appropriate action can be taken to

decl are a second interference or add the second reissue
application to an ongoing interference. On the other hand, if

t he exam ner determ nes that no interference exists, then there
is no reason to declare a second interference or add the second

rei ssue to an existing interference.®

45 See 35 U.S.C. § 135(a), which states that an interference may be declared when "in the
opi nion" of the Conm ssioner there is interfering subject matter between two applications or an
application and a patent. A third-party has no standing to chall enge a decision of the Conm ssioner
not to declare an interference. Thus, an opponent in an interference cannot conpel the Conm ssioner
to be of "the opinion" that a second reissue application, not involved in an interference, interferes
with the third-party's application involved in an interference. Ewing v. U S. ex rel. Fower Car Co.,

244 U.S. 1, 11, 37 S.Ct. 494, 497-498 (1917) (it is the Comm ssioner who is to judge (be of the
opi ni on) whether an application will interfere with another pending application).
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D. Fujita's public policy argunent

1

After learning that we dism ssed the Wnter and Spal eck
prelimnary notions, as Fujita had requested, Fujita had "second
t houghts. "

Fujita asserts that "public policy"” dictates that the merits
panel should resolve the issues of whether (1) Wnter 719 clains
7-12 shoul d be designated as corresponding to the count of
Interference 104, 283 and (2) Spal eck 832 clains 5-10 shoul d be
desi gnated as corresponding to the count of Interference 104, 284.
Needl ess to say, Fujita's second thoughts approach is not
consistent with the approach Fujita took in urging dism ssal of
the Wnter and Spal eck prelimnary notions to add rei ssue
appl i cati ons.

The heart of Fujita's "second thoughts” argunment seens to be
(1) the proposition that Fujita believes that Wnter 719 cl ai ns
7-12 and Spal eck 832 clains 5-10 are directed to the sane
pat ent abl e i nvention as the counts and (2) that the designation
of clains is really a "patentability" issue. Basing the request

on what we believe is an unduly expansive readi ng of Schul ze v.

G een, 136 F.3d 786, 45 USPQ2d 1769 (Fed. Cir. 1998), Fujita
mai ntains that the "patentability" issue should be fully

devel oped and decided inter partes. W disagree and we reject,

in this case, Fujita's attenpt to turn these interferences into a
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pre-grant opposition against all "new' clainms in the Wnter and

Spal eck rei ssue applications, neither of which is involved in

these interferences.

2.

Fujita' s reading of Schulze v. Green as providing for a pre-

grant opposition vis-a-vis the "new' clainms in the Wnter and
Spal eck rei ssue application, calls for sone discussion |eading up
to enactnent by Congress of the Patent Law Amendnents Act of
1984, Pub. L. 98-622, 98 Stat. 3383 (1984).

a.

Prior to the Patent Law Amendnents Act of 1984, sone
patentability issues could not be considered in an interference
decl ared under 35 U. S.C. 8§ 135(a). Section 135(a) (1975) then
provided in part (enphasis added):

Whenever an application is made for a patent which, in
t he opinion of the Conm ssioner, would interfere with

any pendi ng application, or with any unexpired patent,
he shall give notice thereof to the applicants, or
applicant and patentee, as the case may be. The
guestion of priority of invention shall be determ ned

by a board of patent interferences (consisting of three
exam ners of interferences) [hereinafter interference

board] ***.

Facially, the |language "question of priority of invention”

woul d seemto be [imted to determ ning who, as between two or
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nmore inventors, is the first inventor. See Tofe v. Wnchell, 645

F.2d 58, 64-65, 209 USPQ 379, 385 (CCPA 1981) (Markey, C.J.
concurring):

Hi ndsight is always easy, but in retrospect it does
appear that the court could as well have held none of
the listed issues ancillary to priority. It could have
interpreted the statute, 35 U S.C. 8§ 135, as neaning
only what is says, that is, that "The question of
priority of invention" and only that question "shall be
determ ned by a board of patent interferences.”
Over the years, however, it turned out that what m ght seem

like a sinple proposition becane somewhat conplicated. As a

result of decisions of the former U S. Court of Custons and

Pat ent Appeal s (hereinafter CCPA) and its predecessor courts, as

well as the interference board and its predecessors, it devel oped

that the issues which were required to be determned in an

interference were "priority" and "matters ancillary thereto."

See generally 2 Rvise & Caesar, Interference Law and Practice

88 251-253 (1943) and 4 Rivise & Caesar, Interference Law and

Practice 88 692-696 (1948).

Utimately, the notion that priority and matters ancillary
thereto were to be considered in interferences cane to be
codified in the PTOregulations (37 CFR 8 1.258(a)(1984), first
sent ence):

In determning priority of invention, the ***
[interference board] will consider only priority of

- 22 -



i nvention on the evidence submtted and natters
ancillary thereto.

A determ nation of whether an issue is a "matter ancillary

thereto" was not necessarily easy. See, e.qg., Tofe v. Wnchell,

645 F. 2d 58, 209 USPQ 379 (CCPA 1981). See also 130 Cong. Rec.
H10522, H10528 (col. 2) (daily ed. October 1, 1984) (section-by-

section analysis), reprinted in 1984 U S.C. C A N 5827, 5836

(1984) ("In addition, determ ning whether an issue is ancillary
to priority is a difficult and | engthy endeavor.").

One issue which was not "ancillary" was patentability of
clains involved in the interference over the prior art under

35 US.C. § 102 and/or 103. dass v. DeRoo, 239 F.2d 402, 112

USPQ 62 ( CCPA 1956).

There cane a tinme when the Congress | earned that the
inability of the interference board to consider patentability
vis-a-vis the prior art created certain conplications. 130 Cong.

Rec. H10522, H10528 (col. 2) (daily ed. COctober 1, 1984)

(section-by-section analysis), reprinted in 1984 U S.C.C A N.
5827, 5836 (1984) (the restriction on the interference board's
"jurisdiction unduly conplicates the process for obtaining a
patent based on an application which becones involved in an
interference").

To correct the conplications, Congress undertook, inter

alia, to anend 35 U.S.C. 88 7 and 135(a). Basically, Congress
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proposed to conbine the interference board with the patent
appeal s board and give the conbi ned board jurisdiction over
priority and patentability in interference cases. Specifically,
it was proposed to anend 8 7 from

The Conmi ssioner, the deputy conm ssioner, the

assi stant conm ssioners, and the exam ners-in-chi ef
shall constitute a Board of Appeals, which on witten
appeal of the applicant, shall review adverse deci sions
of exam ners upon applications for patents.

to (enphasis added to show the essence of proposed changes to
8§ 7)

The Conmi ssioner, the deputy conmm ssioner, the

assi stant conmm ssioners, and the exam ners-in-chi ef
shal |l constitute a Board of Patent Appeals and
Interferences.

The Board of Patent Appeals and Interferences

shall, on witten appeal of an applicant, review
adver se deci sions of exam ners upon applications for

patent and shall determine priority and patentability
of invention in interferences declared pursuant to

section 135(a) of this title.

S. 1538, 98th Cong., 2d Sess., 8 11 (June 26 (Il egislative day,
June 25), 1984).
In 8 14 of the sane bill it was al so proposed to anend

§ 135(a), in part, from



The question of priority of invention shall be
determ ned by a board of patent interferences
(consisting of three exam ners of interferences) ***

to (enmphasis added to show the essence of proposed changes to
§ 135(a))

The Board of Patent Appeals and Interferences shal

determne the priority and patentability of invention
in interferences.

A subsequent House bill (H R 6286), the bill which
ultimately passed, also proposed changes to 88 7 and 135(a),
using slightly different |anguage. Specifically, it was proposed
to amend 8§ 135(a), in part, to read (enphasis added to show
di fferences between S. 1538 and H R 6286)

The Board of Patent Appeals and Interferences shal
determ ne questions of the priority of the inventions

and may determ ne questions of patentability [ef
. . o : ]

H R 6286, 98th Cong., 2d Sess., § 202 (Sept. 20, 1984).

At the end of the 98th Congress, H R 6286 passed both the
House and the Senate and 8 135(a) was amended, inter alia, to
provi de (enphasis added):

The Board of Patent Appeals and Interferences shal

determ ne questions of priority of the inventions and
may determ ne questions of patentability.



Section 7 was al so amended to create a Board of Patent Appeals
and Interferences and to provide that the board shall decide
priority and patentability in interference cases.

| nsofar as we are aware, there is no |l egislative history,
in the formof floor debates or commttee reports, which would
expl ain why a change occurred in the | anguage of § 135(a) as
proposed to be anended by § 14 of S. 1538 vis-a-vis the | anguage

ultimately enacted.

b.

The Patent and Trademark O fice views 8§ 135(a) as giving the
board subject matter jurisdiction over priority and patentability
in interference cases.

The office views 8 7 as identifying the individuals who
shall constitute the board and who have authority to act, as
menbers of the board, to make decisions required by 35 U. S. C

8§ 134 (ex parte appeals) and 35 U S.C. 8§ 135(a) (interferences).

C.

After enactnment of the Patent Law Amendnents Act of 1984,
there cane tinme when the Patent and Trademark OFfice, through
its Board of Patent Appeals and Interferences, had occasions
to apply 8 135(a), as amended, to specific facts in specific

i nterferences.



(1)

Perkins v. Kwon

One occasion occurred in Kwon v. Perkins, 6 USPQ2d 1747 (Bd.

Pat. App. & Int. 1988).

The interference involved a Kwon application and a Perkins
patent. At an appropriate tine in the interference, Perkins
tinmely filed a procedurally proper prelimnary notion under
Rul e 633(a). Perkins alleged that the Kwon clains corresponding
to the count were unpatentable under 35 U.S.C. § 102(b)/ 103 over
the prior art. 6 USPQ2d at 1750 (Y bridging cols. 1 and 2).
Utimately the interference reached final hearing. Before an
expanded ni ne- nenber panel at final hearing there were at | east
two issues, including (1) priority of invention and (2) the
patentability of the Kwon clains. It was determ ned that Kwon
was the prior inventor. 6 USPQ@2d at 1753 (col. 2). It was also
determ ned that Perkins had sustained its burden of establishing
that the Kwon cl ai ns were unpatentable over the prior art.

6 USPQ2d at 1751 (col. 2). The panel divided on the precise
relief to be given. A mgjority concluded that a judgnent should
be entered agai nst both Perkins (based on 35 U S.C. 8§ 102(g)) and
Kwon (based on 35 U.S.C. 8 102(b)/103). A mnority insisted that
there was no priority issue to be resolved once it had been

determ ned that the Kwon clains were unpatentabl e.



Di ssatisfied, Perkins sought judicial review in the Federal

Circuit. Perkins v. Kwon, 886 F.2d 325, 12 USPQ2d 1308 (Fed.

Cir. 1989). The Federal G rcuit panel explained the issue before
it as follows (886 F.2d at 326, 12 USPQ2d at 1309):

The question on appeal is whether it was
appropriate for the Board to determne priority of
invention in the interference, and to enforce the
consequences thereof against Perkins, when the Board
hel d that the count was [sic--clainms of Kwon
correspondi ng to the count were!l*] not patentable to
Kwon, a party to the interference.

The Federal Circuit affirmed, holding that the board acted
properly in resolving patentability agai nst Perkins' patent

cl ai ms even though Perkins had prevailed on priority. "W agree
with the Board that issues of patentability and priority that
have been fully devel oped before the Board shoul d be resol ved by
the Board."” 886 F.2d at 328, 12 USP@@d at 1311. The panel also
made the observation that the word "may" in the phrase "shal
determ ne questions of priority of the inventions and may
determ ne question of patentability” nmeans that the board shall
deci de questions of patentability when "placed in issue" and

"there had been adduced an appropriate record.” Wile we have no

46 A count is a vehicle for contesting priority and determ nes what evidence is relevant on the
i ssue of priority. Squires v. Corbett, 560 F.2d 424, 433, 194 USPQ 513, 519 (CCPA 1977); Case v. CPC
International, Inc., 730 F.2d 745, 221 USPQ 196, 199 (Fed. Cir.), cert. denied, 469 U S. 872 (1984).
The count m ght, and need, not be patentable to either party. Squires v. Corbett, 560 F.2d at 533,
194 USPQ at 519. Accordingly, Perkins' prelimnary notion under Rule 633(a) attacked the
patentability of Kwon's clainms corresponding to the count and not the count per se
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quarrel in the abstract with the observation, we believe, for
reasons hereinafter given, that the observation is subject to
m sinterpretation as applied to the actual wording of 8§ 135(a)
and regul ati ons pronul gated to i nplenent the Patent Law
Amendnents Act of 1984.

(2)

Schul ze v. G een

Wil e Schul ze v. Green, 136 F.3d 786, 45 USPQ2d 1769 (Fed.

Cr. 1998), is sonmewhat nore conplicated than Kwon v. Perkins,

froma procedural point of view, it reaches a very simlar
result.

The interference involved a Schul ze application versus a
Green patent. A nerits panel of the board held that Schul ze was
the prior inventor. Hence, the Geen patent clains correspondi ng
to the count were held to be unpatentable to G een under
35 U.S.C. 8 102(g) based on priority of invention. During the
interference, Schulze had filed a Rule 634 notion to correct
inventorship. The Rule 634 notion fairly placed in issue the
guestion of the inventorship of the invention clainmed in the
Schul ze application. However, for a variety of reasons the
Schul ze Rule 634 notion was defective. A mpjority of the nerits
panel determ ned that priority having been decided, the issue of

the inventorship of the Schul ze application could be considered



upon resunption of ex parte prosecution. Geen disagreed and
sought judicial reviewin the Federal Circuit.

The Federal Circuit agreed with Green that the inventorship
i ssue should be considered inter partes in the interference. The
Federal Circuit's opinion notes that "[t]he very filing of this
notion fairly placed the issue of inventorship of *** [Schul ze' s]
application in the interference."* 136 F.3d at 790, 45 USPQd
at 1773. The Federal Circuit further observed that "[o] hce an
i ssue has been fairly raised during the course of an interference
proceedi ng, the facts relating to that issue should be fully
devel oped so that the issue can be properly adjudicated ***_ "
Id. It was noted, however, that "[a] defective notion under the
regul ati on cannot support adjudication of the inventorship during
the interference.” [d.

(3)
The significant difference between the facts in Kwon v.

Per ki ns and Schul ze v. Green, on the one hand, and these

interferences, on the other hand, is that the clains, as well as
t he patent and application, under consideration before the
Federal Circuit were involved in the interference. The Wnter
and Spal eck reissue applications are not involved in these

i nterferences.

47 We agree that the filing of a notion generally places a matter in issue, provided the npotion
is timely filed and that the notion conplies with all procedural requirenents of the rules.
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d.

After Kwon v. Perkins and Schul ze v. Green, parties in

interference cases, including apparently now Fujita, have taken
the position that any patentability issue may be raised at any
time and that the board is obligated to consider each and every
one of those patentability issues. W believe such an expansive
interpretation of 8 135(a) and the two Federal Circuit opinions
is unwarranted. W express our concern, in this respect, because
the efficient admnistration of justice in interference cases is
at st ake.

Section 135(a) states that the board may--not shall--
consi der issues of patentability. The Comm ssioner has
determ ned, through the rul emaki ng process, what patentability
issues wll be considered by the board (see Rules 633 and 634)
and when those issues will be considered (see Rule 636(a)). The
rul es, consistent with 8 135(a) provide that essentially any
patentability issue, including patentability issues under
35 U.S.C. 88 102, 103 and 112, can be raised in an interference.
However, to raise a patentability issue, a party nust tinely file
a Rule 633 prelimnary notion which conplies procedurally with
the rules. Moreover, any prelimnary notion nust be filed when
aut hori zed by the board--not at any tine.

Qur current practice is to conduct a tel ephone conference

call about two nonths after an interference is declared. By that
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time, the parties generally have copies of the files of any
patent or application involved in the interference. The purpose
of the conference call is to set tinmes for taking action during
the prelimnary notion phase of the interference. Two days prior
to the conference call, the parties submt (generally by
facsimle) a list of proposed prelimnary notions. The list is
mani festly tentative, because often nore time will be needed to
t horoughly study the files. During the tel ephone conference
call, an admnistrative patent judge explores ways in which the
interference can be resolved in an efficient manner. Al so
considered is whether sonme prelimnary notions can be elimnated
or whether others should be filed. As a consequence of the
conference call, the issues to be raised can be limted or
clarified so that the interference may be resolved in a just,
speedy and i nexpensive nmanner in accordance with Rule 601.
Despite the | anguage of § 135(a) and Rule 633, there are
ci rcunst ances where a decision on priority and a deci sion on
patentability may not be appropriate. An exanple of a case where
a decision on priority may not be appropriate, indeed does not
make sense, is where a party files a prelimnary notion for
j udgnment based on no interference-in-fact. An interference-in-
fact exists when at |east one claimof a party and at | east one
cl ai m of an opponent are directed to the sane patentable

invention. Rule 601(j). If it turns out that there is no
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interference-in-fact, it neans that the Conm ssioner, through the
board, cannot be of the "opinion" that there is interfering
subject matter. W question whether § 135(a) should be read to
permt a party with no clains which interfere with clains of an
opponent to chall enge the patentability?* of the opponent's
claims. The challenge would, in effect, amobunt to a pre-grant
opposi tion agai nst an application or a post-grant cancellation
proceedi ng agai nst a patent.

Anot her instance where it may not be consistent with
efficient adm nistration of justice to decide priority is the
case where all the clains of both parties corresponding to the
count are held to be unpatentable over the prior art.

A third circunstance m ght be a case where a patentee can
establish that an applicant derived an invention fromthe
pat entee. Under such a circunstance, it may be inappropriate to
| et an applicant benefit fromits "less than good faith" by
permtting an attack on the patentability of clains in the
pat ent .

In our view the Federal Circuit has not had occasion to
determine the limts, if any, on the reach of § 135(a).

Qoviously, the limts, if any, on 8 135(a) will have to be

48 The chal | enge woul d not be based on priority, because even if the party is first, the
opponent's clained invention is patentably distinct. The challenge could, however, be based on prior
art applicabl e agai nst the opponent, but not the party.
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determ ned on a case by case basis. What we are certain about,

however, is that the Federal Crcuit has not held that:

(1)

(2)

(3)

(4)

(5)

(6)

a party is entitled to a resolution on the nerits
of an issue not tinely raised;

a party is entitled to a resolution on the nerits
of an issue raised in a notion or prelimnary
notion which procedurally fails to conply with the

reqgul ati ons;

a party is entitled to a resolution on the nerits
of an issue raised in a prelimnary notion filed
prior to the prelimnary notion phase of the

i nterference;

an interference is a pre-grant opposition
proceedi ng where a party may oppose the grant to
an opponent of clainms in an application not
involved in the interference;

an interference is a post-grant cancellation
proceedi ng where a party nay seek to cancel clains
of a patent not involved in an interference;

and/ or

that the Comm ssioner nust determine in a
particul ar manner how t he Commi ssi oner shall be of
the "opinion" that an interference exists or does
not exi st.

3.

Fujita's public policy argunent seeks to expand the

rati onale of Kwon v. Perkins and Schulze v. Green to include a

right to raise an issue of the patentability of a reissue
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application not involved in the interference. Neither 8§ 135(a)

nor Federal Gircuit or board precedent goes that far.

4.

We recogni ze that both Fujita and Wnter/ Spal eck have
addressed, at least in part, the "nerits" of Fujita's contingent
position that Wnter 719 clains 7-12 and Spal eck 832 clains 6-10
correspond or do not correspond (depending on their point of
view) to counts in these interference. W also recognize that
evi dence has been submtted by both parti es.

The parties were allowed to develop, at least in part, the
nerits.* However, it turns out that our interpretation of Rule
637(h) does not permt Wnter and Spal eck to add their reissue
applications to the interference. Wat occurred in this
interference denonstrates why it was inperative for us to nake a
definitive interpretation of Rule 637(h) so that unnecessary
expense m ght be spared other patentees and applicants in future
i nterferences.

E. Fujita's request to participate in the ex parte

exam nation of the Wnter and Spal eck rei ssue
appl i cations

Fujita requests that we recomend under 37 CFR § 1.659(c)

that Fujita be allowed to participate in ex parte prosecution of

49 We are not convinced, however, that Wnter and Spal eck have had a full opportunity to present
their case. Since we are not adding the reissue applications to the interference, we have deci ded
that further devel opnment of a factual record by Wnter and Spal eck is not consistent with a just,
speedy and i nexpensive resolution of these two interferences.
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the Wnter and Spal eck rei ssue application when the interference
t er m nat es.

We decline to make the requested reconmendation. Fujita is
not without a renedy because it can petition directly to the
O fice of the Assistant Conm ssioner for Patents for |eave to
partici pate. Wether such | eave would be granted is matter
within the sole discretion of the Ofice of the Assistant
Conmi ssioner for Patents. W intimate no views on how t hat

of fice should resolve any petition filed by Fujita.

F. O der
Fujita' s request for reconsideration is, for the reasons

gi ven, deni ed.

BRUCE H. STONER, Jr., Chief
Adm ni strative Patent Judge

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

Rl CHARD E. SCHAFER
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JAVESON LEE
Adm ni strative Patent Judge

Rl CHARD TORCZON
Adm ni strative Patent Judge
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