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DECI SI ON
(PURSUANT TO 37 CFR 8§ 1.640)
| NTRCDUCTI ON
Mat sushima has filed, with its prelimnary notions, a notion
for additional testinony (Paper No. 35) and a notion to postpone

the filing of a prelimnary notion (Paper No. 36). The notion
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for additional discovery is dism ssed without prejudice. The
notion to postpone is granted.
FI NDI NGS OF FACTS

1. The United States of America is Matsushim's real
party-in-interest (Paper No. 6).

2. H A 's real parties-in-interest are a foreign
corporation and a foreign governnent (Paper No. 11).

3. Mat sushima has filed a prelimnary notion arguing that
H A 's invention is not patentable in view of a third-party
publication as well as publications and a presentation by
Mat sushi ma i nventors (Paper No. 34).

4. Mat sushi ma purports to have overcone the third-party
reference by filing a declaration under 37 CFR 8§ 1. 131 (Paper
No. 34 at 12 (140)).

5. H. A. has been accorded benefit of a foreign
application, making it senior party by thirteen days (Paper
No. 1).

6. H. A. has noved for benefit of another foreign
appl i cation which would make H A. senior by nearly four nonths
(Paper No. 37).

7. Mat sushi ma has al | eged dates of conception and
reduction to practice over nine nonths before the benefit date

H A seeks (Paper No. 32).
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8. Both parties have effective filing dates before
1 January 1996.

9. In its notion for additional testinony, Matsushim
all eges that it possesses evidence that H A knew of sonme of the
prior art (Paper No. 35).

10. Matsushina alleges that H A may not have conplied with
its duty of candor toward the United States Patent and Trademark
O fice (Paper No. 35 at 4).

11. There are disputes (Paper No. 44) about the materi al
facts underlying Matsushima's notion for additional testinony.

12. In a tel ephone conference with the parties and
Adm ni strative Patent Judge Torczon

a. Mat sushima i ndicated that it had sufficient
evi dence of inequitable conduct to warrant di scovery on the
guestion of intent;
b. Mat sushi ma agreed that the inequitable conduct and
unpatentability issues were closely rel ated; and
C. H. A indicated no opposition to the notion to
post pone.
DI SCUSSI ON

I nterferences should be adm nistered to be just, speedy, and

i nexpensive. 37 CFR § 1.601. The primary purpose of an

interference is the resolution of questions of priority, although
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ot her issues when properly raised nay al so need to be deci ded.

35 U.S.C. 8 135(a); Perkins v. Kwon, 886 F.2d 325, 327-29,

12 USP@2d 1308, 1310-11 (Fed. Cir. 1989). Consequently, there
are two maj or phases to nost interferences: a prelimnary

noti ons phase which sets the stage for a priority phase. The
focus of the prelimnary notions will ordinarily be defining the
count or counts to be used in determning priority. This basic
structure does not nean, however, that alternative procedures
cannot be used. |Indeed, efficient adm nistration of an
interference may warrant taking up other issues or taking up an
i ssue out of turn. Cf. 37 CFR § 1.617 (providing a "sunmary

j udgnment " proceedi ng agai nst junior party applicants with

i nsufficient proofs under 37 CFR § 1.608).

| nequi t abl e conduct has been described as a "pl ague"” prone

to spawning satellite litigation. MiltiformDesiccants Inc. V.

Medzam Ltd., 133 F.3d 1473, 1482, 45 USPQ2d 1429, 1436 (Fed.

Cir. 1998). By their very nature, the allegation of inequitable
conduct impugns the reputation of counsel, often the same counsel

involved in the interference, or of the inventor. Burl i ngt on

Indus., Inc. v. Dayco Corp., 849 F.2d 1418, 1422, 7 USPQ2d 1158,

1161 (Fed. Cir. 1988). As a consequence, the issue tends to
rai se the stakes--and the acrinony--in the proceeding. An

assertion of inequitable conduct, however, rarely contributes to
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determ ning the proper scope of a count or to determ ning
priority within the scope of the count. Unlike a holding of
unpatentability, which may pronpt nodification of clainms and
hence the count to exclude unpatentabl e subject matter, a hol ding
of unenforceability provides little basis for altering the count.
Al t hough the policing of inequitable conduct is inportant to the
integrity of the patent system inequitable conduct is rarely
central to a priority determ nation

In the present interference, nost of the issues relating to
materiality of the allegedly undisclosed infornmation are al so
present in Matsushima's unpatentability notion. Consequently, a
deci sion on the unpatentability notion should significantly
assi st in determ ning whether and to what extent any question of
intent is relevant. |f the unpatentability notion is granted
based on the allegedly withheld information, then that
information will have been highly material. Conversely, if no
claimis held unpatentable based on the allegedly wthheld
information, the threshold for intent nay be extrenely high.

Akzo N V. v. International Trade Conmin, 808 F.2d 1471, 1481-82,

1 USPQ 1241, 1247 (Fed. Cir. 1986) (The nore material the
om ssion or msrepresentation, the lower the | evel of intent

required, and vice versa). |If either the unpatentability issue
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or priority are decided against H A, it my be unnecessary to
reach the acrinoni ous question of inequitable conduct.

Al t hough the inequitable conduct issue is not necessary to
decide priority, it mght still be necessary to reach it after
priority has been decided. The delay in reaching inequitable
conduct is justified in the present case on several grounds.
First, the chance that decisions on patentability or priority
m ght noot the issue is good enough in view of the advantages of
avoiding the issue to justify the delay. Moreover, intervening
deci sions and di scovery should help to inprove the focus of the
argunents and the scope of discovery. Finally, the cost of
di scovery involving foreign witnesses is substantial.! It would
be a great advantage to avoid that cost wherever possible.?2

The parties in this interference are to be commended for
agreeing to a procedure that should save both parties a good deal
of expense and acrinony while preserving the issue for such tine
as it mght becone necessary to reach it. This procedure

hi ghli ghts the advantages of identifying issues early in the

The cost of testinobny is ordinarily borne by the party
seeking to introduce the testinony, in this case the United
St at es.

2Not hing in this decision bars the parties fromstipulating
to (or nmoving for |l eave to obtain) such additional testinony from
a W tness who otherw se becone avail abl e during discovery during
the prelimnary notion or priority phases of this interference.
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proceedi ng and bringi ng unusual issues to the attention of the
Board pronptly. The ideal nmechanismfor this is the notions |ist
and initial tel ephone conference required in the declaration
(Paper No. 1, T 17). Even when, as in this case, the issue is
not recognized in tinme for the initial telephone conference,
parties are encouraged to notify the Board pronptly of issues
requiring special procedures to secure a speedy, inexpensive, and
j ust determ nation.

ORDER

Upon consi deration of the record of this interference, it

ORDERED t hat Mat sushima's m scel | aneous notion 3 for
addi ti onal discovery (Paper No. 35) be dism ssed wthout
prejudice to refile after priority has been deci ded;

FURTHER ORDERED t hat Mat sushima's m scel |l aneous notion 4 to
postpone the filing of a prelimnary notion alleging inequitable
conduct be granted to the extent that Matsushima nmay raise the
i ssue again after priority has been deci ded;

FURTHER ORDERED t hat Matsushima shall, if it wi shes to
pursue the issue of inequitable conduct, raise the issue within
the tinme for requesting reconsideration of the priority decision

(37 CFR § 1.658(b)); and
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FURTHER ORDERED that this interference be remanded to the
adm ni strative patent judge designated to handle the interference

for further proceedi ngs consistent with this order.

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

Rl CHARD E. SCHAFER

Adm ni strative Patent Judge
BOARD OF
PATENT

APPEALS AND

| NTERFERENCES

JAVESON LEE

Adm ni strative Patent Judge

Rl CHARD TORCZON
Adm ni strative Patent Judge
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