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A | nt roduction
Di onex Corporation has filed a Rule 635 notion (Paper 15)

requesting that the interference be stayed pending entry of a



final judgnent in Dionex Corporation v. Alltech Associates, Inc.,

Cvil Action C 98-3147 MIJ, pending before the U S. District
Court for the Northern District of California (Hon. Martin J.
Jenkins, District Judge).

In view of an ORDER entered 2 Novenber 1999 (Paper 14), as
corrected by a COVUNI CATI ON entered 12 Novenber 1999 (Paper 21),
Ander son has not filed a response.

For reasons which follow, the nption is denied.

B. Fi ndi ngs of fact

1. The conplaint in the civil action was filed on
13 August 1998 (Ex 50002).1
2. The conpl aint alleges that Al ltech Associ ates,

Inc. (Alltech) infringes Small, U S. Patent 5,633,171 (Snal
*171) and Small U.S. Patent 5,773,615 (Small '615), both owned by

Di onex Corporation (D onex).

3. The interference was declared on 22 Septenber 1999
(Paper 1).

4. As declared, the interference involved an
application of Anderson versus Snmall '171

t Di onex has presented exhibits |abeled in a manner contrary to f 39 of
t he NOTI CE DECLARI NG | NTERFERENCE (Paper 1). Dionex exhibits should be
nunmbered begi nning with 5001. The Brezner declaration should have had, but
does not have, an exhibit nunber. The remining Dionex exhibits are nunbered
50002 t hrough 50005. In the future, Dionex is expected to properly nunber
exhibits. The next Dionex exhibit should be Di onex Ex 5006

-2 -



5. Al'ltech owns the Anderson application involved in
the interference.

6. By virtue of an ORDER ADDI NG PATENT 5, 773,615 TO
| NTERFERENCE entered 12 Novenber 1999 (Paper 22), Small '615 was
al so added to the interference.

7. Accordingly, the interference currently invol ves
t he Anderson application versus both Small '171 and Smal |l ' 615.

8. In the civil action, it appears that the parties
(Di onex and Alltech) narrowed the issues.

a. Di onex withdrew Small '171 fromthe civi
action (Ex 50003, page 2).

b. The principal defense maintained by Alltech
is that it nade an "Anderson" invention
(35 U.S.C. § 102(g)) prior to the date Di onex
made its "Small" invention as clained in
Smal | ' 615 and that the Anderson invention
together with other prior art renders the
Smal | invention clainmed in Small ' 615
unpat ent abl e (notion, page 5).

C. Anot her issue pending before the Northern
District of California appears to be the
meani ng of "a first packed bed suppressor”

inclaiml of Small '615 and "an ion exchange



resin bed" in claim8 of Small '615
(Ex 50003, page 3, 1 B)

9. The Northern District of California entered an
order on 6 Cctober 1999 in which it set a "Cl aim Construction
Hearing" (i.e., a Markman hearing? for 18 February 2000
(Ex 50004, page 2).

10. In the civil action, D onex has requested a jury
trial (Ex 50002, page 1).

11. Dionex represents that (notion, page 5):

the court [Northern District of California] has indicated
that a trial date will be held by early July 2000. Since
this is ajury trial, it is likely that all issues before
the Board in this Interference proceeding will be resolved
by the district court by the end of July 2000.

12. Notw thstandi ng what Di onex represents, nothing in
the record indicates that the Northern District of California has
set a trial date.

13. During a conference call on 10 Novenber 1999 (see
Paper 22),3 counsel orally argued that Anderson woul d oppose a

stay because it cannot obtain a patent until it can prevail in

2 See Markman v. Westview Instrunents, Inc., 52 F.3d 967, 981, 34
USPQ2d 1321, 1331 (Fed. Cir. 1995) (en banc), aff'd, 517 U S. 370 (1996).

3 M. Gabric and M. Green, on behalf of Anderson, and M. Brezner, on
behal f of Dionex, participated in the conference call in which Judge MKel vey
presi ded.



the interference, and it cannot prevail in an interference which
is stayed.

14. During a conference call on 12 Novenber 1999, *
counsel for Dionex orally argued that if a stay is not granted
then there woul d be substantial duplication of work while the

interference and the civil action proceeded simnultaneously.

C. Di scussi on

Rul e 645(d) [37 CFR 8§ 1.645(d)] provides that "[a]n
adm ni strative patent judge may stay proceedings in an
interference" (enphasis added). Thus, whether a stay shoul d be
entered in an interference is commtted to the sound discretion
the adm nistrative patent judge--in this case the Trial Section

not i ons panel . °®

1. D fferent burdens of proof

In a civil action for infringenent, a defendant all eging
invalidity (including invalidity based on prior invention under
35 U.S.C. 8 102(g)) nust prove its case by clear and convincing

evidence. Ethicon, Inc. v. Qigg, 849 F.2d 1422, 7 USPQ2d 1152,

4 M. Gabric and M. Green, on behalf of Anderson, and M. Brezner and
M. Kel ber, on behalf of Dionex participated in the conference call in which
Judges McKel vey and Schafer presided.

5 Rule 1.610(b) [37 CFR § 1.610(b)] further provides that "[a]t the
di scretion of the adm nistrative patent judge assigned to the interference, a
panel consisting of two or nore nenbers of the Board may enter interlocutory
orders." In viewof its precedential nature, the interlocutory order entered
today is being entered by a panel consisting of all judges assigned to the
Trial Section.



1155-56 (Fed. CGCir. 1988); Kaufman Co. v. Lantech, Inc., 807 F.2d
970, 974, 1 USPQR2d 1202, 1204 (Fed. G r. 1986). On the ot her
hand, in this interference where the Anderson application was
copending with Small, the burden of proving priority and
unpatentability is by a preponderance of the evidence. Bosies v.
Benedi ct, 27 F.3d 539, 541-42, 30 USPQ2d 1862 (Fed. Cir. 1995)
(ininterference with copendi ng applications, the burden of proof

on the issue of priority is by a preponderance of the evidence);

Bruning v. Hirose, 161 F.3d 681, 48 USPQ2d 1934 (Fed. Cir. 1998)
(burden of proof on the issue of patentability of the clainms of a
patent in an interference where applications are copending is by
a preponderance of the evidence).

In view of the different burden of proof standards
prevailing in infringenment civil actions vis-a-vis interferences,
it is manifest that even if Anderson's assignee Al ltech does not
prevail in the civil action, it nevertheless could prevail in

the interference.

2. Anderson's right to prosecute its application

Ander son has applied for a patent. The current position
of the Patent and Trademark O fice is that Anderson is not
entitled to a patent unless it can establish priority of
invention vis-a-vis Small '171 and Small '615. |If the

interference is stayed, and if Alltech does not prevail in the



civil action under a clear and convincing proof standard, then
the interference will resune at sone undeterm ned date after a
final judgnent is entered in the civil action. Alltech could

then try a second tinme to prevail in the interference under a

| esser preponderance standard.

D onex woul d have Anderson wait two periods of tinme until
its right to a patent is determned. One period of tinme is the
undefined time it will take to reach final judgnent in the civil
action. Another period of time is the tine it will take to
resolve the interference, including any judicial review W can
percei ve of no cogent reason to make Anderson wait both peri ods.

3. | ssues in the interference not present in the
civil action for infringenent

The Anderson application is not before the Northern District
of California. The only tribunal with jurisdiction over the
Ander son application is the PTO

In conference calls held 10 and 12 Novenber 1999 to discuss
the prelimnary notion phase of the interference, Di onex has
suggest ed nunerous grounds upon which judgnment should be entered
agai nst Anderson which do not involve priority.

By way of exanple, D onex suggests in SVMALL LIST OF
PRELI M NARY MOTI ONS | T I NTENDS TO FILE (Paper 19, page 2) that it

will raise at least the follow ng two issues:



(1) whether Anderson has failed to conply with the
best node requirenent of the first paragraph of
35 U S C § 112; and
(2) whether Anderson has failed to conply with the
enabl ement requirenment of the first paragraph of
35 U S.C 8§ 112.
The two issues are not issues before the Northern District of
California, but can be raised in the interference. 37 CFR
§ 1.633(a).

Mor eover, in an ANDERSON CORRECT AND SUPPLEMENTAL LI ST OF
PRELI M NARY MOTI ONS | T | NTENDS TO FI LE (Paper 20, page 2),
Anderson indicates that it will raise a question of whether Snal
'171 fails to conply with the best nobde requirenent. Best node

is not an issue in the civil action.?®

4. Public interest

In determ ning whether a stay should be entered, it is not
i nappropriate to consider the public interest. Conpare Standard

Havens Products, Inc. v. Gencor Industries, Inc., F. 2d ,

_, 13 usP@2d 2029, 2029-30 (Fed. Gr. 1990).

6 We will not inquire into why Alltech elected not to raise a best node
issue in the infringenment civil action and why it has elected to pursue the
i ssue here. W will note, as discussed above, that Anderson's burden of proof

inthis interference is less than Alltech's burden of proof in the
i nfringenment civil action



The former Court of Custons and Patent Appeal s observed that
there is an obvious public interest in unnecessary postponenent
of the beginning of the running of the termof a patent resulting

froman application in interference proceedings. Pritchard v.

Loughlin, 361 F.2d 483, __, 149 USPQ 841, 844 (CCPA 1966). The
public interest can be a nebul ous concern. Nevertheless, for the
reasons articulated by the former CCPA, it is entitled to sone
consi derati on.

In this particular interference, Anderson is involved with
an application filed 1 August 1997. Thus, the Anderson
application involved in the interference is what is often
referred to as a GATT application, having been filed after 8 June
1995.

Anderson clains the benefit of the filing date of
applications filed 7 June 1995 and 3 March 1995. The term of any
patent issued on the Anderson application involved in the
interference expires 20 years fromthe earliest priority date
clainmed. 35 U S.C. 8 154(a)(2). Thus, any Anderson patent w ||
expire on 3 March 2015. The | aw provides for an extension of the
termof any patent issued to Anderson, up to five years, for tine
involved in an interference. 35 U S.C. § 154(b)(1); 37 CFR
§ 1.701(a) and (c)(1)(i).

The public could be "burdened" with additional patent term
of up to five nore years, i.e., for the entire tine this
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interference is pending. On the other hand, Anderson stands to

| ose "patent termrights” if the conbined (a) time of a stay
requested by Dionex and (b) tinme to prosecute resunmed proceedi ngs
to resolve this interference exceeds five years. The only entity
whi ch does not stand to |ose nmuch is Dionex. Thus, entry of stay
may prejudice the public and/or Anderson, but is very unlikely to

prej udi ce Di onex.

5. Possi bl e prejudice to Anderson

The board's expertise does not extend to econom c natters.
But, we are aware of the fact that sonme inventions are inportant
during the early life of a patent, while others are useful at the
end of the patent life (e.g., a patented drug approved by the FDA
late in the patent tern). G ven the commercial interest
represented by the filing of the civil action in the Northern
District of California, a plausible inference can be nade that
the invention involved in the interference is of sone comerci al
significance at this tine. |If it were not so, why would Alltech
and Di onex be contesting the rights to the invention?

We do not know if the invention will have any comrerci al
value in the | ast years of any patent which m ght issue to
Anderson. But, we think a case exists for concluding that the

invention is coommercially significant (at | east as between D onex



and Alltech) right now. Hence, there is no reason to delay a

determ nation as to whether Anderson is entitled to a patent.

6. Duplicate effort

Di onex suggests (notion, page 5) that the Northern District
of Californiais not likely to stay the civil action. On the
record before us, there is no evidence that the court has been
asked to stay the civil action. More to the point, however, is
the fact that whether a stay of the civil action is entered
pendi ng resol ution of some or all issues in the interference is a
matter exclusively within the province of the court--not the PTO

| f we assunme for purposes of discussion that the Northern
District of California would deny a request for a stay, then the
parties will may have to concurrently prosecute both the civil
action and the interference. One of the parties, Anderson, has
indicated that it does not mnd. Dionex has indicated its intent
to raise issues in the interference which cannot be issues in the
civil action. Concurrent prosecution of the civil action and the
interference would seemto be the only nmethod by which all issues

to be raised by the parties ultinately can be resol ved.

7. Bal anci ng i nterests

On bal ancing all factors di scussed above, we believe the

scal es are tipped--rather decidedly--in favor of denying a stay.



Anderson stands to lose a |lot nore than Dionex if a stay is

entered. Accordingly, the stay requested by Dionex is denied.”’

D. O her Di onex argunents

Di onex points out (notion, page 6) that the interference
will not dispose of all issues before the Northern District of
California. But, as we point out above, the civil action wll
not di spose of all the issues which the parties have expressed an
intent to raise in this interference.

Di onex argues (notion, page 7) that even if Alltech should
prevail in the interference, the district court would ultimtely
review the interference decision de novo,?® further delaying fina
decision in the interference. W find the argunent premature, if
not curi ous.

Until a final decision is entered in the interference, and
the board articulates its rationale in support of its decision,

how can one tell that there will be judicial review. It seens

7 We call attention to the fact that our decision today is consistent
with a non-precedential opinion entered by Judge Schafer in Rosenthal v.
Mowr ey- McKee, 50 USPQ2d 1863 (Bd. Pat. App. & Int. 1999).

8 We woul d caution against m suse of the word de novo in the context of
judicial review of a decision of the board by civil action under 35 U S.C
§ 146. Absent a compelling reason, a new i ssue cannot be raised in a civi
action under 35 U.S.C. § 146. Estee Lauder, Inc. v. L'Oreal, S.A., 129 F. 3d
588, __, 44 USPQ2d 1610, 1613 (Fed. Cir. 1997); General |nstrunent
Corporation, Inc. v. Scientific-Atlanta, Inc., _ _ F.2d ___, 27 USPQd 1145
(Fed. Cir. 1993) (E.D. Pa. did not abuse discretion in civil action under
§ 146 declining to admit in evidence proofs directed to on-sale bar where on-
sal e had not been raised before the board). Nor does the |osing party "start
over" prosecuting the interference upon arrival at the court's door. Fregeau
v. Mossinghoff, 776 F.2d 1034, __, 227 USPQ 848, 851 (Fed. Cir. 1985).
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odd that Dionex woul d express an opinion on its behalf, |et alone
commt Anderson, that judicial review will occur regardl ess of
what happens in the PTO

Di onex suggests (notion, page 7) that nunerous docunents
have been exchanged during the course of discovery in the civil
action which have been designated for "attorney's eyes only." W
have not been told whether those docunments deal with priority,
infringenment (wilful or otherw se), damages, unpatentability or
sonme issue not relevant to the interference. It is alleged
(rmotion, page 8) that failure to submt to the PTO docunents
required to be turned over by 37 CFR 8 1.56 (Rule 56) conplicates
the life of the parties. Assumng that sonme of the "attorney's
eyes only" docunent need to be submtted pursuant to Rule 56, it
is difficult to imagine that counsel, with the assistance of the
Trial Section, could not conme to sone arrangenent to accomopdate
the Rule 56 concern expressed by Di onex.

Di onex says (notion, page 7) that sone its "trade secrets”
wi |l becone available to the public upon term nation of the
interference. 37 CFR 8§ 1.11(a). Unexplained is why a stay makes
any difference. Any evidence submtted by the parties wll
becone available to the public upon entry of a final decision in

the interference whether or not a stay is granted.



E. O der
Upon consi deration of the notion for stay filed by D onex
(Paper 15), and for the reasons given, it is

ORDERED that the notion is denied.

Adm ni strative Patent Judge

Rl CHARD TORCZON
Adm ni strative Patent Judge

FRED E. McKELVEY, Seni or )
Adm ni strative Patent Judge )
)
)
)
RI CHARD E. SCHAFER )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
)  APPEALS AND
JAMESON LEE ) | NTERFERENCES
)
)
)
)
)
)
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