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A | nt roducti on

Shi okawa has filed two m scell aneous notions (37 CFR
8 1.635) seeking additional discovery (37 CFR 8 1.687(c)):
1. Shi okawa [ M scel | aneous] Motion 11 (Paper 53) and
2. Shi okawa [ M scel | aneous] Motion 12 (Paper 56).
On 29 August 2000, both m scell aneous notions were deni ed by
a single judge w thout opinion. See ORDER DENYI NG DI SCOVERY
(Paper 63). This MEMORANDUM OPI NI ON and ORDER supplies the
findings of fact and rationale in support of the ORDER DENYI NG

DI SCOVERY.

B. Findings of fact

The follow ng findings of fact are supported in the record
by a preponderance of the evidence.
1. The interference involves a Shi okawa patent v.
a Maienfisch application. The patent is involved in a civil

action. See Bayer AG v. Novartis Crop Protection, Ing.

55 USP@Q2d 1509 (M D. La. 2000).

2. Ni hon Bayer AG ochem K. K. is assignee of Shiokawa.
Bayer AG is an exclusive licensee.

3. Novartis Corporation, a wholly owned subsidiary of

Novartis AG, is assignee of Maienfisch



4. The interference is in the prelimnary notion
phase. The next step is cross-exam nation by Novartis of
Shi okawa's wi t nesses prior to filing of oppositions by Novartis.

5. I n support of its prelimnary notions,
particul arly Shiokawa prelimnary notions 4-5 and m scel | aneous
nmotions 7-10, Shiokawa subm tted a declaration by Dr. Christoph
Erdel en (Ex 2015) (Paper 53, page 1, 1 (1)).

6. M scel | aneous notions 7-10 invited the board
to add certain Shiokawa applications to the interference.
The invitation was declined (Paper 49). Hence, m scell aneous
notions 7-10, in effect, have been deni ed.

7. Dr. Erdelen's declaration is said to eval uate
mat eri al said to have been presented by Novartis in Annexes 21
and 23 in an appeal in an opposition to an application filed by
Shi okawa' s assignee in the European Patent O fice (Paper 53,
page 1, 1 (2)).

8. Dr. Erdelen's declaration also evaluates Rule 132
decl arati ons presented by Novartis during prosecution of U S.
patent applications said to be directed to the subject matter of
this interference (i.e., Rule 132 declarations signed by Buhol zer
and Ri ndlisbacher) (Paper 56, page 2, 1 (3)).

9. Accordi ng to Shiokawa, Dr. Erdelen has no first

hand know edge of "the details of any tests conducted, the



results reported, and the methods used to sunmarize the data in
Novartis's presentations” (Paper 53, pages 1-2, 1 (6)).

10. In order for Dr. Erdelen to prepare adequately for
cross-exam nati on, Shiokawa tells us that (Paper 53, page 2,
1 (6)):

fundamental fairness and the interest of justice require

(1) that Dr. Erdelen be permtted access to the details of
the experinments that will be the subject of his cross-

exam nation and (2) that Dr. Erdelen be granted access to

t he docunents containing those details sufficiently prior to
his cross-exam nation for an effective review of those
materi al s.

11. Maienfisch apparently has declined to produce
copi es of any docunents relating to test procedures, raw data,
and eval uati ons of those test procedures and raw data rel ating
to tests said to have been reported in the Buhol zer and
Ri ndl i sbacher Rule 132 decl arations (Paper 56, page 2, ¥ (5)).

12. The Buhol zer and Ri ndlisbacher Rule 132
decl arations are said to tout advantages of a species within the
scope of Maienfisch's clainms designated as corresponding to the
count of this interference (Paper 56, page 2, { (6)).

13. Dr. Erdelen's declaration is said to conclude that
many ot her species within the scope of Maienfisch's clains do not
possess the advantages of the species touted by the Buhol zer and
Ri ndl i sbacher Rule 132 decl arations (Paper 56, pages 2-3, 1 (7)).
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14. Dr. Erdelen did not present any results of tests
conducted by himor on his behalf (Paper 53, page 2).

15. Rather, it is said that Dr. Erdelen found
sufficient for his purposes the results of the testing submtted
by Novartis during its appeal in the European opposition, as well
as the tests and results reported in the Buhol zer and
Ri ndl i sbacher Rule 132 declarations submtted during prosecution
of Novartis's U. S. patent applications (Paper 53, page 2).

16. According to Shi okawa, Annexes 21 and 23 and the
Buhol zer and Ri ndlisbacher Rule 132 declarations do not indicate
when any of the work summari zed in the annexes and Rule 132
decl arati ons was perfornmed (Paper 56, page 3, { (8)).

17. I n Shiokawa [M scel |l aneous] Mdtion 12, it is
asserted that (Paper 56, page 3, 1 (9)):

Shi okawa suspects that at |east sonme of the work on which
Dr. Erdel en based his [declaration] conclusions *** was
perfornmed before the Buhol zer and Ri ndlisbacher [Rul e 132]
decl arations were submtted to the [US]PTO.

18. No evidence was called to our attention to support
t he suspicion asserted in Finding 17.

19. The basis of Shiokawa's suspicion is said to be
two fold (Paper 56, page 3, ¥ 10)):

First, to the certain know edge of Shi okawa's assi gnee
Bayer, tests of the kind that underlay Annexes 21 and 23 and



t he Buhol zer and Ri ndlisbacher [Rule 132] declarations take
a great deal of tinme to run, and the running of the | arge
nunmber of tests that underlay those annexes and those [Rule
132] decl arations nost probably extended over a period of
several years. Second, Shiokawa' s assignee believes that
there is no reliable way of predicting the |evel of
insecticidal activity of any given species within the scope
of Maienfisch's claims ***. Hence, Shiokawa believes that
Mai enfi sch's assi gnee had, and knew it had, sonme | osers as
well as sone winners within the scope of its clains *** when
it filed the Buhol zer and Ri ndlisbacher [Rule 132]

decl arations touting the advantages of one of its w nners.

20. No evidence was called to our attention to support
the "certain know edge" and beliefs asserted in Finding 19.

21. Shi okawa suspects that those responsible for
subm tting the Buhol zer and Ri ndlisbacher Rule 132 decl arations
to the USPTO were aware of the work on which Dr. Erdel en based
hi s decl aration concl usi ons (Paper 56, pages 3-4, 1 (11)).

22. No evidence was called to our attention to support
t he suspicion set out in Finding 21.

23. Shiokawa tells us that it is contenplating filing
a belated prelimnary notion to raise the issue of "fraud" based
on its undocunmented suspicions set out above (Paper 56, page 4,
1 (12)).

24. According to Shi okawa (Paper 56, page 4, 1 14)):



Establi shing the accuracy of its [fraud] suspicion recited
*** [above] would be the first step in gathering the facts
t hat Shi okawa woul d need to have in its possession before
filing *** [a prelimnary notion for judgnent based on
fraud].

25. Shi okawa seeks production of the follow ng
mat eri al :

(1) Copies of all original docunents (e.g.,
| aborat ory notebook entries and menoranda) from which the
sunmaries in Annexes 21 and 23 were produced (Paper 53, page 3).

(2) Copies of the original docunents (e.g.,
| aborat ory notebook entries and nmenoranda) detailing the
experinments summari zed in the Buhol zer and Ri ndlisbacher Rule 132
decl arati ons (Paper 56, page 4).

(3) Reports or nenoranda evaluating the results
of those experinments and any eval uations of those experinents
(Paper 56, pages 4-5).

(4) Reports and nmenoranda evaluating the results

of the experinents summari zed in Annexes 21 and 23 (Paper 56,

page 5).



C D scussi on

G anting additional discovery under 37 CFR § 1.687(c) is

di scretionary with the board. Cochran v. Kresock 530 F.2d 385,

396, 188 USPQ 553, 561 (CCPA 1976) (interpreting former 37 CFR
§ 1.287(c) (1984), the predecessor to Rule 687(c)¥.
Shi okawa has failed to establish that it would be in the

interest of justice to grant the additional discovery requested.

1. The "underlyving test data"

Shi okawa attenpts to obtain through the back door additiona
di scovery that it could not have obtained from Novartis through
the front door.

Shi okawa tells us that its prelimnary notions rely on the
decl aration testinmony of Dr. Erdelen. The declaration testinony
apparently is based on evaluations found in a European opposition
i nvol ving Novartis and U.S. patent applications owned by
Novartis. There is nothing wonger se with relying on materi al

in a European opposition involving Novartis or U S. applications

! "Addi tional discovery" is a termof art in interference
practice and is discovery to which a party may be entitled under
*** [Rule 687(c)] in addition to discovery to which the party is
entitled as a matter of right *** under other rules governing
interferences. 37 CFR § 1.601(a).

2 The scope of discovery under Rule 687(c) was intended to
be the same as that under former Rule 287(c). Notice of Fina
Rul e, 49 Fed. Reg. 48416, 48417 (col. 2) (Dec. 12, 1984) ("[t]he
scope of the additional discovery would be the same as under
current practice.").



owned by Novartis. The material may wel|l be adm ssi bl e agai nst
Novartis as an adm ssion. However, when a party elects as a
matter of litigation strategy to rely on materi al generated by
its opponent in other proceedings, as opposed to running the
party's own tests, the party cannot expect the opponent to supply
t he underlying data which supports the eval uation the opponent
made in another forum

Dr. Erdelen's evaluations are based on Novarti s-generated
material. In essence, Dr. Erdelen is testifying that if the
Novarti s-generated material is assunmed to be accurate, then
certain conclusions follow  Shiokawa should not now be permtted
to underm ne material upon which it elected to rely as part of
its litigation strategy. Novartis's underlying data is
essentially irrelevant given Shiokawa's litigation strategy of
assum ng the truth of the Novartis material and then basing its
case on that material.

Also irrelevant woul d be any Novartis underlying data which
would be limted to issues raised in Shiokawa m scel | aneous
noti ons 7-10, which have been denied. There can be no cross-
exam nati on associated with those m scell aneous noti ons.

It cannot be in the interest of justice to order Mienfisch
to produce the additional discovery which would be irrel evant.

Alternatively, under the additional discovery provisions
applicable to interference cases, Shiokawa's request is
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premature. We would find hard to believe that Novartis in its
cross-exam nation of Dr. Erdelen intends to rely on any of the
underlyi ng data sought by Shi okawa. However, at the cross-
exam nati on deposition, should Novartis elect to rely on data
underlying its material, Dr. Erdelen could be subject to
redirect. It would then follow that a request for rel evant
material under 37 CFR 8 1.687(b) m ght be appropriate. At this
time, however, Shiokawa's request is premature because cross-
exam nati on has not taken place. Additional discovery is not

generally authorized for the purpose of preparing for cross-

exam nation. Tropix, Inc. v. Lum gen, Inc, 53 USPQ2d 2018, 2020

(Bd. Pat. App. & Int. 2000);Schubert v. MKernan 188 USPQ 496,

499 (Bd. Pat. Int. 1975).

We have not overl ooked Shiokawa's argunent that "fundanent al
fairness and the interest of justice" requires authorizing
addi ti onal discovery. Shiokawa utterly fails to explain why
"fundanmental fairness” requires granting additional discovery for
t he purpose of preparing a witness for cross-exam nati on,
particularly given the provisions of 37 CFR § 1.687(b).

It is not in the interests of justice to permt additional
di scovery under 37 CFR 8§ 1.687(c) when there is an alternative
possibility for discovery under sone other provision of the

rules, in this case 37 CFR § 1.687(b).



2. The "fraud" discovery

It is a well-established practice in interference cases that
di scovery as broad as that authorized by the Federal Rules of

Civil Procedure is not available in interference cases pending

before the USPTO. Tropix v. Lum gen supra at 2020. We find it
hard to believe that counsel for Shiokawa is not fully aware of
the well-established practice, particularly given the publication

on 27 March 2000 of theTropix v. Lum genpublication

Nevert hel ess, Shi okawa has enbarked on what only can be
called a "fishing expedition” in search of "fraud fish" which
Shi okawa suspects are swinmmng in Novartis's "fish ponds.”

Fi shing expeditions are not authorized by the additional

di scovery provisions of 37 CFR 8 1.687(c). To perhaps beat a
dead horse, we again rem nd counsel that additional discovery
under the interference rules is not commensurate in scope with
di scovery under the Federal Rules of Civil Procedure.

Apart from being a fishing expedition, there is further
fundamental flaw in Shiokawa's m scel |l aneous notions for
addi ti onal discovery. The evidence necessary to support a
m scel | aneous notion is to acconpany the nmotion. 37 CFR
§ 1.639(a). Yet, Shiokawa failed to call our attention to
evi dence which woul d support its suspicions, beliefs and other

assertions of fact. Thus, Shiokawa attenpts to engage in a



fishing expedition sans pole and reel. The argunent of counsel

in a brief is not evidence

We wish to re-enforce our views that notions, oppositions
and replies nust be supported by evidence which is adm ssible
under our rules. Mreover, that evidence nust be called to our
attention with sufficient detail such that we do not have to
undertake a search of the record to make out a case on behalf of
t he noving or opposing party. A party nust make out its case in
its nmotion or opposition and we, |ike a Federal court, wll not
serve as advocate for either party in considering and deciding a

nmotion. Conpare Ernst Haas Studio, Inc. v. PalmPress, Ing. 164

F.3d 110, 111-12, 49 USPQ2d 1377, 1378-79 (2d Cir. 1999). Nor,
where a party points the board to a nmulti-page exhibit w thout
citing a specific portion or page, will the board pour over the
docunent or the record to extract the relevant information.

Clintec Nutrition Co. v. Baxa Corp. 44 USPQ2d 1719, 1723 n. 16

(N.D. I'l'l. 1997), citingUnited States v. Dunkel 927 F.2d 955,
956 (7th Cir. 1991).

It cannot be in the interest of justice to authorize
addi ti onal discovery when (1) a party in need of evidence
supplies none, or if evidence is supplied, the party does not
call our attention to the relevant part of the evidence or

(2) a party engages in a fishing expedition.



D. O der

Upon consi deration of Shiokawa's M scel | aneous Mdtions 11

and 12, seeking additional discovery, and for the reasons given,

it is

ORDERED t hat Shi okawa M scel | aneous Motion 11 is
deni ed.

FURTHER ORDERED t hat Shi okawa M scel | aneous Motion 12
is denied

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

RI CHARD E. SCHAFER
Adm ni strative Patent Judge

JAMESON LEE
Adm ni strative Patent Judge
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